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sioner of Patents refusing registration of an alleged trade-mark 
for “non-metallic electric vehicle tires.” 

The drawing accompanying the application shows a perspec- 
tive view of a clincher rim with a tire thereon and across the end of 
a portion of the tire the word “Cushion,” and just below a perspec- 
tive view of a portion of an automobile wheel with a tire thereon. 
In the latter view the wheel is shown as passing over an obstruction, 
the tire being depressed thereby. Between the two views is the word 
‘“Trade-mark.” It was this mark that the president of the appli- 
cant company, the Motz Tire & Rubber Company, swore was its 
trade-mark. The patent office declining to register the mark thus de- 
scribed, an amendment was filed with the following description: 
“The mark consists of perspective views of a portion of a clincher 
rim positioned above one-half of a wheel having a similar rim 
thereon, an obstruction upon the ground being shown, while an ar- 
row indicates the direction in which the wheel is traveling.” The 
amended application also contains the following: ‘No claim being 
made to the descriptive word ‘Cushion’ and the representation of the 
tire, the arrow, the obstruction, and the ground.” 

That the mark which the record discloses the applicant adopted 
and used is descriptive, and hence non-registrable, is too plain to 
idmit of argument. Realizing this, the applicant now seeks to 
register a mark which the record fails to show it has ever used. The 
patent office was therefore quite right in declining to register this 
fictitious mark, this mere skeleton of the real mark. Moreover, we 
agree with the commissioner that the representation of a rim for a 
tire, with a tire thereon, even though the tire be disclaimed, is not 
registrable as a trade-mark, for the reason that no manufacturer 


should be prevented from representing to the public the manner in 
which his goods are used. 


The decision is affirmed. 
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STEPHANO Bros., Inc. v. Stamatis D. STAMATOPOULOS, ET AL. 
United States Circuit Court of Appeals 
Second Circuit November 14, 1916 


. TrapeE Marks—CHaAracTer oF RIGHTS. 

The right of an exclusive trade-mark is not created by Act of 
Congress but is a common-law right, violation of which will be enjoined 
by a court of equity. 

2. Proper NaMEs—SvuBJECT TO APPROPRIATION. 

The law permits the adoption as a trade-mark of the name of a 
person who has achieved fame and distinction, provided the name has 
not become descriptive of the quality or the character of the article, or 
is not in geographical use. 

. Proper Names—DistincrTive Foro. 

The requirement that a proper name used as a trade-mark be given 
a distinctive form is statutory only and relates to registration under 
the statute. 

. INFRINGEMENT—TEsT. 

Similarity, not identity, is the test of infringement of a trade-mark. 
“Radames” so closely resembles “Rameses” as to be considered an in- 
fringement thereof. 


On appeal from a decree of the district court. Affirmed. 


For the opinion of the district court, see 3 Trade-Mark Rep., 
See also 4 Trade-Mark Rep., 157; and 5 Trade-Mark Rep., 86. 


Wise & Lichtenstein (Henry M. Wise, of counsel), for com- 
plainant-appellee. 

Hatch & Clute (Edward §. Hatch, Vincent P. Donihee, Walter 
F. Welch, of counsel), for defendants-appellants. 


Before Coxe, Warp and Rogers, Circuit Judges. 


Rocers, Circuit Judge: The complainants are citizens of the 
United States residing in the State of Pennsylvania. They are co- 
partners in the business of manufacturing and selling cigarettes. 
They claim the ownership of the trade-mark “Rameses”’ as applied 
to the cigarettes they manufacture. The defendants, also co- 
partners, are manufacturers of cigarettes. Their place of business 
is in New York City and their sales are made not only in New York 
but in other parts of the United States. They have adopted as 
their trade-mark the name “Radames,” and the complainants seek 
to enjoin its use in connection with the sale of cigarettes. They 
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claim that this use of the word is unlawful and misleading and con- 
stitutes an infringement upon their trade-mark rights. Undoubt- 
edly every manufacturer has a right to distinguish his goods from 
similar goods manufactured by another and to this end may adopt 
a trade-mark. It is an invasion of rights for one manufacturer to 
deceive the public by placing upon its goods an imitating trade- 
mark calculated to lead would-be purchasers into the belief that the 
goods are those of another. 

Congress first attempted to regulate the right of trade-marks in 
the Act of July 8, 1870, which provides for their registration. By 
common law the exclusive right to a trade-mark grew out of its 
use. By the act of Congress the exclusive right was to attach upon 
registration. The power of Congress to pass the Act was con- 
sidered by the Supreme Court in 1879 in the Trade-Mark Cases, 
(100 U. S. 82). The court in that case decided that the Act of 
1870 was unconstitutional inasmuch as it was not restricted to trade- 
marks in commerce with foreign nations, or among the several States 
or with the Indian tribes. 

Congress thereafter passed the Act of March 3, 1881, providing 
for the registration of trade-marks used in commerce with foreign 
nations or with Indian tribes. The complainant however acquired 
no right under the terms of that Act, which in express terms pro- 
vided that the application to be filed must, in order to create any 
right whatever in favor of the party filing it, be accompanied by a 
written declaration that such trade-mark “is used in commerce with 
foreign nations or Indian tribes.”” (U. S. Statutes at Large, vol. 
21, p. 503). If the complainant’s application contained such a 
declaration there is no proof that he uses it in trade with foreign 
nations or Indian tribes. 

The Act of February 20, 1905, authorized the registration of 
trade-marks used in commerce among the several states as well as 
in commerce with foreign nations and the Indian tribes. That Act 
in section 5 provided: 

“That no mark which consists merely in the name of an individual, firm, 
corporation or association, not written, printed, impressed or woven in some 


particular or distinctive manner or in association with a portrait of the 
individual, or merely in words or devices which are descriptive of the goods 
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with which they are used or of the character or quality of such goods, or 
merely a geographical name or term, shall be registered under the terms of 
this Act.” 
As the trade-mark in this case is the name of an individual it 
was not entitled to registration under the Act unless printed in 
some particular or distinctive manner as it was not in association 
with a portrait of the individual. Whether this trade-mark was 
printed in “A particular or distinctive manner” within the meaning 
of the Act was discussed somewhat upon the argument, the defend- 
ants claiming that the name “Rameses” was not “written, printed, 
impressed or woven” in any particular or distinctive manner as the 
Act required and so was not entitled to be registered as it was simply 
printed in type having nothing about it that can be called particular 
or distinctive unless the fact that it is somewhat more black faced 
than the type usually employed in ordinary printing, can be re- 
garded as a sufficient compliance with the requirement that it be 
printed in a particular or distinctive manner. We shall not pass 
upon that question at this time, as the complainant’s rights in this 
case are not dependent upon the legislation of Congress. Even 
though the complainants in what they did fail to comply with the 
requirements of the Act of 1905, a question upon which we do not 
pass, they would still be entitled to the relief they seek. 

The right of an exclusive trade-mark is not one created by Act 
of Congress. It is a right which the common law courts recognized 
at an early day. (Southern v. How, Popham 143 [1582]). And 
in course of time the courts of equity extended their protection over 
the right by issuing injunctions to restrain infringements. The 
owner of a trade-mark has a property right in it at common law, 
the violation of which will be enjoined by a court of equity and the 
civil remedies which might be invoked before Congress legislated 
remain in full force still. See Trade-Mark Cases, (100 U. S. 82). 
Inasmuch as a diversity of citizenship exists the right of the com- 
plainants to sue the defendants in the Southern District of New 
York for the protection of their common law right in their trade- 
mark is not to be questioned. 

That the complainants have a common law right to the trade- 
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mark “Rameses” is evident. The record shows that they began 
manufacturing cigarettes in 1895. At that time they stamped the 
word “Ramses” on the boxes and printed it on the cigarette paper. 
In 1897 they changed the spelling to “Rameses” and have ever 
since continuously used the word to designate the cigarettes which 
they manufacture. They claim, and the evidence does not contra- 
dict them, that they were the first persons to use the word or any 
word similar thereto as a trade-mark for cigarettes. The defend- 
ants in this court do not dispute the fact, although in the court below 
they sought to introduce evidence to show that the word ‘‘Rameses’”’ 
on cigarettes had been used in Germany. Objection was made to 
the admission of the testimony, and the trial court €xcluded it. No 
attempt was made upon the argument in this court to show that the 
testimony was not properly excluded. 

This brings us to inquire whether the name “Rameses’” can 
be employed as a trade-mark. There are numerous instances in 
which the courts have said that the name of a person is the subject 
of exclusive appropriation as a trade-mark. Among them are the 
following: Cook & Cobb Co. v. Miller, (169 N. Y. 475, 478 
[1902]); H. A. Williams Mfg. Co. v. Noera, (158 Mass. 110 
[1892]); Shaw v. Pilling, (175 Pa. St. 78); Medlar etc. Shoe Co. 
v. Delsarte Mfg. Co. ({Ch. 1900] 46 Atl. 1089, affirmed in 68 N. J. 
Eq. 706) ; Spieker v. Lash, (102 Cal. 38); Wm. Rogers Mfg. Co. v. 
Simpson, (54 Conn. 527, 568 [1887]). But these cases simply 
establish the proposition that the law permits a manufacturer to use 
his own name as a trade-mark. The rule is that while as against 
persons bearing a different name, a manufacturer’s right in his 
name trade-mark is absolute and exclusive, as against persons bear- 
ing the same name no such exclusive right can be set up. If the 
public have confidence in a man’s skill and integrity his name may 
be on that account the most advantageous trade-mark he can adopt. 
But such trade-mark has the disadvantage that it is exposed to the 


possibility that some other person bearing the same name may be 


the manufacturer of similar articles and have the consequent right 


to affix his name upon such articles, thereby creating a possibility of 
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mistake on the part of consumers as to the manufacture of the goods 
they are about to buy. 

In the case at bar the complainant manufacturers have not 
taken their own name and affixed it to the cigarettes as a trade- 
mark, and that fact raises a somewhat different question. 

In Barnett v. Leuchars, (13 Law Times [N. S.] 495 [1865] ) 
an injunction was issued to protect the complainant’s trade-mark 
in fireworks called ‘““Pharaoh’s Serpents,” the court remarking that 
the owner had “an exclusive right to a trade-mark or label and that 
right is to be regarded as his property.” 

In Barrows v. Knight, (6 R. I. 434 [1860]) the right to use 
the name Roger Williams as a trade-mark on cotton cloth was sus- 
tained. The court said “ ‘Roger Williams,’ though the name of a 
famous person, long since dead, is, as applied to cotton cloth, a 
fancy name, as would be so applied the names of Washington, 
Greene, Perry or of any other heroes, living or dead.” 

In Merserole v. Tynberg, (36 How. Pr. [N. Y.] 14 [1868]) 
the right to use the name “Bismarck” as a trade-mark for a par- 
ticular style of collar was involved and the court declared that the 
complainants had the right to appropriate the name for a new pur- 
pose, and having done so “were entitled to avail themselves of all 
the advantages of their superior diligence and industry.” The de- 
fendant had insisted, (4 Abbott’s Pr. 412), that because ‘“Bismarck”’ 
was the name of a distinguished German citizen, Bismarck being 
then alive, no such exclusive right to the name could be successfully 
claimed by the complainants, for the reason that the law did not 
permit the use by one man of the name of another to the exclusion 
of the right to all others to use it. 

In Goldstein v. Whelan, (62 Fed. 124 [1894]) the name 
“Napoleon” was used as a trade-mark. There was no intimation 
that the name could not be used for the purpose, but the preliminary 
injunction was refused because the affidavits disclosed that the 
name had been previously used by another long prior to the use 
made by it by the complainant and for precisely the same purpose, 
to indicate a brand of cigars. 
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In Medlar & Holmes Shoe Co. v Delsarte Manufacturing Co., 
(68 N. J. Eq. 706 [1905]) the New Jersey Court of Errors and 
Appeals affirmed a decree of the Court of Chancery (reported in 46 
Atl. Rep. 1089) sustaining the right to adopt -as a trade-mark for 
shoes the name of “Delsarte.” The name was that of a French 
artist who became celebrated for his theory of the method of exer- 
cise for developing bodily grace and strength and the power of 
dramatic expression. The Chancellor in holding the complainants 
entitled to an injunction said, “I conclude that * * * the complain- 
ints have as against the defendants, the exclusive right to the word 
‘Delsarte’ as a trade-mark.” 

In Sazlehner v. Eisner & Mendelson Co., (179 U.S. 19 
{1900]) the right to use the name “Hunyadi” as a trade-mark 
seems to have been taken for granted. The court held that the 
plaintiff had lost her right to the individual appropriation of the 
name because of twenty years of inaction in which the use of the 
word had been permitted to numerous other importers. The use 
of the name by proprietors of similar articles for many years had 
made it public property and it was too late to resuscitate her origi- 
nal right. 

In Castner v. Coffman, (178 U. S. 168 [1900]) the Supreme 
Court held that the name “Pocahontas” could not be used as a trade- 
mark in the sale of coal. This was not because “Pocahontas” was 
a distinguished historical personage but because prior to its use there 
was a well-known Pocahontas coal region and that fact made it 
impossible for the complainants to obtain an exclusive right to use 
the name as against other parties mining and selling coal from the 
same region. 

In the Court of Paris in Dalbanne & Petit v. Coleville & Co., 
7 Annales 414), both parties used the name “Lamartine” for a 
certain elixir. The court on appeal said: “There is no doubt that 
proper names, other than those of the manufacturer, can be em- 
ployed like any other sign, as a distinct mark of industrial products, 


ind thus become veritable property, not as a title or mode of ap- 


pellation, but as a commercial mark.” 
In Brown on Trade-Marks, section 216 (edition of 1885) the 
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author declares that there are many instances of fancy names of 
men becoming valid trade-marks. 

In Hesseltine on Trade-Marks and Unfair Trade, page 15 
(edition of 1906) it is said that “The proper name of a distinguished 
historical personage may be a valid trade-mark.” 

In 28 American & English Encyclopedia of Law, page 361, it 
is said: “A trade-mark may consist of a fictitious or celebrated name, 
as that of a famous person or thing, or some character or thing 
of history, fiction or fancy. Such names thus used are in truth 
arbitrary or fancy names. Where, however, the name of a his- 
torical or celebrated person, is also a geographical name, such name 
is not a good trade-mark, because as is seen in another section, 
geographical names cannot be monopolized by anyone as trade- 
marks, though they will receive a measure of protection as trade- 
names, under the doctrine of unfair competition.” 

In Cyc. volume 38, page 721 it is said that: 

“Names of characters in fiction or mythology, or of celebrated imagi- 
nary or historical persons, or things constitute valid trade-marks, when 
used as such, because they are arbitrary or fanciful and non-descriptive, 
unless, as may be the case, they have become generic and descriptive of 
quality, owing to the manner of use and the general understanding.” 

The law permits the adoption as a trade-mark of the name of 
a person who has achieved fame and distinction provided the name 
is not descriptive of the quality or the character of the article or a 
geographical name. In this case the name adopted is a famous 
Egyptian historical character, who lived at least a thousand years 
before the Christian era. The name is one not generally in use in 
the United States and we can see no objection to its adoption as a 
trade-mark. If the word ever had a geographical significance it 
has none now in the United States. In old Testament geography 
there may have been a city of lower. Egypt called “Rameses,” but 
no such place is found on the map of Egypt in the Century Atlas, 
and no reason exists for denying to these complainants their right 
to the protection of the trade-mark. 

Is the use of the name “Radames” by the defendant an in- 
fringement? Similarity, not identity, is the test of infringement of 
a trade-mark. (Sazlehner vy. Eisner & Mendelson Co., supra). If 
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the words look or sound alike there is an infringement. (38 
Cye. 744). In the matter of trade-mark infringement each case 
must depend on its own peculiar circumstances and other authori- 
ties are of little help. Still it is of some service to note the hold- 
ing of the court in analogous cases. In Lambert Pharmical Co. v. 
Kalish, (219 Fed. 323 [5 T. M. Rep. 95]), “Listerine” was held 
infringed by ‘‘Listerseptine.”’ 

In Fairbanks v. Ogden Company, (220 Fed. 1002 [5 T. M. 
Rep. 167]), “Cottolene’’ by “Chefolene.”” In United Lace Co. v. 
Barthels Mfg. Co., (221 Fed. 456, [5 T. M. Rep. 473]), “Beaded” 
by “Imbeaded.” In American Lead Pencil Co. v. Gottlieb, (186 
Fed. 178) ‘“Knoxall” by “Beats-All.” In Florence Mfg. Co. Vv. 
Dowd, (171 Fed. 122, 178 Fed. 73), ‘““Keepclean” by “Sta-Kleen.” 
In Enoch Morgan v. Whittier Coburn Co., (118 Fed. 657), “Sapolio” 
by “Sapho.” In Little v. Kellam, (100 Fed. 353), “Sorosis” by 
“Sartoris.”” In Celluloid Co. v. Cellonite Co., (32 Fed. 94), ‘“Cel- 
luloid” by “Cellonite.” In Actien etc. v. Sombern, (14 Blatch, 
380), “Appolinaris” by “Appolinus.” In Hostetter v. Vowinkle, (1 
Dill. 329), “Hostetter” by “Hostetler.” 

The word ‘“Rameses” is commonly pronounced by the pur- 
chasing public with the accent on the first syllable. And the or- 
dinary pronunciation of the word “Radames’’ by the purchasing 
public in like manner is with the accent on the first syllable. It is 
possible that a small portion of the public might give to “Radames” 
the Italian pronunciation of the opera and put the accent on the 
last syllable. However that may be, clearly we must be governed 
by the natural and ordinary pronunciation given to the two words 
by the purchasing public. Governed by that test the similarity in 
sound is such as might very easily result in confusion. There is 
similarity in appearance as well as in sound. “Rameses” and 
“Radames”’ certainly resemble each other in appearance as closely 
if not more closely than do some of the names which were held to 
infringe in the above cited cases. To amount to an infringement it 
is not necessary that the resemblance should be sufficient to deceive 
experts or persons specially familiar with the trade-mark or goods 
involved. The cases show that it is immaterial that a critical in- 
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spection and comparison discloses differences or that persons see- 
ing the two trade-marks side by side would not be deceived. It is 
enough that upon the whole there is a deceptive similarity sufficient 
to deceive ordinary purchasers giving such attention as such pur- 
chasers usually give to purchasing one article thinking it was the 
other. In our opinion such a deceptive similarity exists between 
“Rameses” and “Radames.”’ 

Decree affirmed. 


W. F. & Joun Barnes Co. v. VANpycK CHURCHILL Co., ET AL. 


(213 Fed. Rep. 637) 





United States Circuit Court of Appeals 
Second Circuit, March 10, 1914 






Unrairn CompetTitrion—Prorer Name—Ricut To Use. 

In the absence of contract, fraud or estoppel, a man may use his 
own name in all legitimate ways, and as a whole or a part of a cor- 
porate name. The use by a man of his own name in the last mentioned 
way is not per se unfair competition, though the name be also part of 
the corporate name of an earlier corporation in the same business in 
which he was previously interested. 





On appeal from a decree for defendant. Affirmed. 


For the opinion of the district court, see 3 Trade-Mark Rep., 
Yo 
Offield, Towle, Graves & Offield, of Chicago, Ill. (C. K. 

Offield, of Chicago, Ill., of counsel), for appellant. 
Luther L. Miller, of Chicago, Ill. (Duncan & Duncan, of New 

York City, and Lincoln B. Smith, of Chicago, IIL, of 


counsel), for appellees. 


Before Coxe, Warp, and Rocers, Circuit Judges. 






Per Curiam. Decree affirmed on the opinion of Judge Mayer, 


(207 Fed. 855 [3 Trade-Mark Rep., 537]). 


























F. A. WAGNER, ET AL. V. MECCANO, LIMITED 


F. A. WAGNER, ET AL. V. Meccano, Limitep 
United States Circuit Court of Appeals 


Sixth Circuit, February 6, 1917 


Unratn CoMPETITION—PLEADING AND PRACTICE. 

When in a suit for unfair competition against the manufacturer 
of an article, a final injunction has been granted against the defendant 
and its operation suspended, pending an appeal, and a supersedeas 
bond has been given by the defendant, the act of the plaintiff in prose- 
cuting a suit against a customer of the defendant cannot be enjoined 


by the defendant, nor punished in the original suit as contempt of 
court. 


On appeal. Motion to enjoin multiplicity of suits and ad- 
judge plaintiff in contempt. Denied. 


See 6 T. M. Rep., 487; 7 T. M. Rep., 62. 


Reeve Lewis, (Ralph L. Scott, of counsel) and Healy, Ferris 
& McAvoy, solicitors for plaintiff-appellee. 
Toulmin & Toulmin, for defendant-appellant. 


Before Warrineton, KNappen and Denison, Circuit Judges. 


Per Curtam: Ina patent infringement suit in the court below 
brought by the Meccano Company against Wagner and others, an 
interlocutory decree in the usual form was entered awarding an 
injunction and an accounting against the defendant Wagner, who 
was the manufacturer of the device involved. An appeal was taken 
to this court under Sec. 129 of the Judicial Code; and upon the 
execution of a bond conditioned to pay “damages, costs and profits,” 
the court below approved the bond as a supersedeas. Later, Mec- 
cano, Limited, brought an infringement suit in the Southern Dis- 
trict of New York against Wanamaker, a customer of Wagner. 
Wagner now moves, in this court, for an order enjoining Meccano, 
Limited, from prosecuting the Wanamaker suit, or any other suit 
against Wagner’s customers, and holding Meccano, Limited, in con- 
tempt of the supersedeas by bringing the Wanamaker suit. 

Thirty years ago, by opinions not reported but then familiar 
to some of the present members of this court, Mr. Justice Matthews 











44 SEVEN TRADE-MARK REPORTER 





and Circuit Judge Baxter accepted and applied, in this Court, the 
rule that a patentee, in addition to suing the manufacturer, might 
institute and prosecute additional suits against customers sufficient 
in number and location to cover the different aspects of the ques- 
tion which might arise, and to get the opinions of the courts in more 
than one Circuit. So far as we know, this practice has never since 
been questioned in this Circuit. The right to bring such additional 
suits is limited by the rule that the process of the courts must not 
be abused by being employed vexatiously or oppressively; and, 
obviously, may be extended to give opportunity for recovering 
profits or damages that could not otherwise be obtained. It is to 
be assumed that Marconi v. Kilbourne, (235 Fed. 719), was a case of 
such oppressive use; although it depends chiefly upon Stebler v. 
Riverside, ({C. C. A. 9], 214 Fed. 550); and this latter case, so 
far as concerns its declared principle, is at least greatly modified by 
the later decision of the same court in Sherman v. Searchlight, (225 
Fed. 498). However that may be, the bringing of the Wanamaker 
suit was well within the rights of the patentee. 

The application to hold for contempt seems to be upon the 
theory that the District Court granted a judicial license to infringe. 
The record does not indicate that the court had the disposition—and 
it certainly had not the power—so to do. Of course, there may be 
profits and damages recoverable against the ultimate seller which 
cannot be recovered against the manufacturer, unless the manufac- 
turer’s liability may have been sufficiently extended by virtue of 
some peculiar undertaking specially drawn to cover such contingen- 
cies. No such peculiar undertaking was exacted or given. As to 
Wagner’s theory regarding the effect of the supersedeas bond, we 
quite agree with Judge Augustus Hand (who has recently granted 
the preliminary injunction in the Wanamaker case [7 T. M. Rep., 
62]) that “there is no reason or authority for such a contention.” 
The cases (like Kesler v. Eldred, 206 U. S. 285) which fix the 
rights of a manufacturer adjudicated not to infringe, have no ap- 
plication. The only judgment yet rendered here is that Wagner 
does infringe. Nor do we have here a case where a manufacturer 
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has paid damages or profits and his customer defends on the ground 
of former recovery. 


The motion is denied. 


FarMerRs Hanpy WacGon Co. v. Beaver Sito Mere. Co. 
(236 Fed. Rep. 731) 


United States Circuit Court of Appeals 


Seventh Circuit, April 18, 1916. Rehearing Denied, July 
13, 1916 


|. Unrark CompetTitioN—ADVERTISING. 

Where defendant openly appropriates plaintiff’s advertising litera- 
ture to the detriment of plaintiff’s business, such act constitutes unfair 
competition. 

2, Unrarr CoMPETITION—J URISDICTION OF FEDERAL Courts. 

In a suit for patent infringement, where the patent is found to be 
valid and infringed, a cause of action for unfair competition is properly 
joined, independent of the question of citizenship. 


On appeal from a decree for defendant. Reversed. 


Appellant filed its bill to restrain infringement of the three 
claims of patent No. 814,067, granted to C. W. McClure on March 
6, 1906, for a silo, and also certain acts charged to constitute un- 
fair competition and for an accounting. 


* * * * * 


The bill also contains charges of unfair competition on the part 
of appellee. Its advertising matter appropriates liberally the ad- 
vertising matter of appellant, which action, appellant charges, has 
greatly affected its trade and produced heavy loss to it. Appellee 
sets up in its answer invalidity of McClure’s patent, noninfringe- 
ment, denies unfair competition, and introduces a number of prior 
patents. 


* * * * * 


The District Court dismissed the bill for want of equity, from 
which order this appeal is taken. Other facts appear in the 
opinion. 
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Wallace R. Lane, of Chicago, Ill., for appellant. 
John E. Stryker, of St. Paul, Minn., for appellee. 


Before Baker, Kontsaat, and AxrscHvuter, Circuit Judges. 


Koutsaat, Circuit Judge (after stating the facts as above).*** 
* * * * * 


With regard to the charge of unfair competition, the record is 
replete with the most bold and open appropriation of appellant’s 
trade literature by appellee. Whole clauses are taken, practically 
adopting appellant’s literature in its statements, prospectuses, and 
catalogues. It is in evidence that appellee’s device and advertising 
seriously undermined appellant’s trade, which, when appellee’s in- 
fringement, on notice of suit, was discontinued, at once revived. 
Appellee even applied to its product the trade-name “All steel door- 
frame,’ which was used by appellant, utterly ignoring appellant’s 
rights. 

The bill seeks to restrain infringement of the patent and also 
to restrain unfair competition. These are properly joined, inde- 
pendent of the question of citizenship. (Adam v. Folger, 120 Fed. 
260, 56 C. C. A. 540; Ludwigs Mfg. Co. v. Payson Mfg. Co., 206 
Fed. 64, 124 C. C. A. 194 [7 T. M. Rep., 47]). 

Appellant is entitled to have its patent sustained, infringement 
thereof and unfair competition found and restrained, and an ac- 
counting taken. 

The decree of the District Court is reversed, with direction to 
grant the relief prayed for. 


[Note:—In the foregoing, as well as in the following case, the juris- 
diction of the court over the question of unfair competition was entirel\ 
dependent upon the validity and infringement of the patent. In the case 
of Schiebel Toy & Novelty Co. v. Clark (5 T. M. Rep. 139) the United 
States circuit court of appeals held that where the patents in question were 
void the court was without jurisdiction to determine the cause of action in 
unfair competition. 

The circuit court, in National Casket Co. v. New York §& Brooklyn 
Casket Co. (185 Fed. 533), sustained a demurrer to so much of the bill as 
alleged infringement of a trade-mark and unfair competition, which causes 
of action were joined with the alleged infringement of a patent. And this 
for lack of jurisdiction because the trade-mark was unregistered and the 
parties citizens of the same state. The court in this case held that the 
jurisdiction of the federal court could not be extended by uniting in the 
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same complaint a cause of action of which it had no jurisdiction with one 
of which it has. 

It is also of interest in this connection to note that the United States 
district court held in Bernstein v. Danwitz (2 T. M. Rep. 20), that a federal 
court had no jurisdiction of a suit for unfair competition between citizens 
of the same state where the trade-mark involved was held not to be 
infringed}. 


Lupwics v. Payson Mre. Co. 


Payson Merc. Co. v. Lupwies 
(206 Fed. Rep. 60) 


United States Circuit Court of Appeals 
Seventh Circuit, April 15, 1913 


Unramr CoMPETITION—JURISDICTION OF FEDERAL Courts. 

Where, in a suit for infringement of a patent, the patent is found 
to be valid and infringed and the evidence is, moreover, sufficient to 
establish a case of unfair competition, a federal court of equity has 
jurisdiction over both causes, regardless of the citizenship of the 
parties. 


Appeal by both parties from a decree of the district court. 


Reversed in part and modified in part. 


Payson Company, an Illinois corporation, is the owner of pa- 
tent No. 623,620, issued on April 25, 1899, to Joseph R. Payson, 
for a sash-lock. * * * * Payson Company has built up a large trade 
in this lock * * * and to identify its product, has stamped the word 
“Payson” on the locks. 

Ludwigs, a citizen of Illinois, is a dealer in hardware. For a 
time he filled his orders for Payson locks by purchasing genuine 
ones from Payson Company. Later he procured a brass-founder to 
cast for him spurious ones by using the genuine as a pattern. Ma- 
terial, color, form, and marks of the genuine were reproduced in 
the spurious. Thereafter Ludwigs filled orders by mixing a few 
genuine with many spurious which he passed off as genuine. 


Payson Company’s bill set up the patent and Ludwigs’ sales, 


and charged that the sales infringed trade as well as patent rights. 
On pleadings and proofs the court decreed that the patent was void 
for lack of invention, but further decreed that Ludwigs be enjoined 
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not only from selling or offering to sell counterfeits, but also from 
making or using them, and ordered an accounting of Ludwigs’ 
profits and Payson Company’s damages by reason of Ludwigs’ 
interference with Payson’s exclusive right to make, use and sell. 
Both parties have appealed, and the questions are the validity of 
the patent and the right to count on trade damages in a patent suit 
between citizens of the same state. 


Frederick Benjamin and Benjamin T. Roodhouse, both of 
Chicago, Ill., for appellant. 

George P. Barton and George E. Folk, both of Chicago, IIl., 
for appellee. 


Before Baker and Koutsaat, Circuit Judges and ANpERson, 
District Judge. 


Baker, C. J.: * * * * Counsel for Ludwigs cite several cases 
in support of their contention that under no circumstances can 
damages from unfair competition be lawfully included in patent 
litigation between citizens of the same state. (Illinois Watch-Case 
Co. v. Elgin National Watch Co., 94 Fed. Rep. 667, 35 C. C. A. 237; 
Keasby & Mattison Co. vy. Philip Carey Mfg. Co. (C. C.) 113 Fed. 
Rep., 432; King v. Inlander (C. C.) 113 Fed. Rep. 416; Cushman v. 
Atlantis Fountain Pen Co. (C. C.) 164 Fed. Rep. 94; Mecky y. 
Grabowski (C. C.) 177 Fed. Rep. 591; Johnston v. Brass Goods 
Mfg. Co. (D. C.) 201 Fed. Rep. 368). Whether or not such dam- 
ages are cognizable if two separate and distinct matters or trans- 
actions are offered for investigation or if, one matter alone being in 
evidence, the patent fails, we need not consider. For here the pa- 
tent is found to be valid and infringed. Evidence of sales to prove 
infringement of the mechanical principles of the patent establishes 
also that Ludwigs unlawfully took the livery of Payson in order to 
make sales. Under such circumstances (whether the compactness 
for cheapness of manufacture and the ornamental form are within 
the protection of the claim or not) a federal court of equity in grant- 
ing relief for the infringement of the mechanism ought not to remit 
the complainant to another forum to mete out the damages which 
necessarily appear in proving the infringement and which, though 
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in one aspect arising from fraud in trade, in a fairer aspect are 
aggravations of the infringement. (Globe-Wernicke Co. v. Fred 
Macy Co. [C. C. A. 6th Circuit], 119 Fed. Rep. 696, 56 C. C. A. 
304; Adams v. Folger [C. C. A. 7th Circuit] 120 Fed. Rep. 260, 56 
C. C. A. 540; Woods Sons Co. v. Valley Iron Works [C. C.] 166 
Fed. Rep. 770; Onondaga Indian Wigwam Co. v. Ka-Noo-No In- 
dian Mfg. Co. [C. C.] 182 Fed. Rep. 832; Ross v. Geer Co. [C. C.] 
188 Fed. Rep. 731; Sazlehner v. Eisner & Mendelsohn Co., 179 
U. S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60; Siler v. Louisville, etc. R. Co., 
213 U. S. 175, 29 Sup. Ct. 451, 53 L. Ed. 753). 

Consequently Ludwigs should respond fully for his wrongful 
conduct, as shown in this record. In addition to being enjoined, he 
should be held to account, first, for the profits he has made by his 
infringement; second, for the additional profits Payson Company 
would have made if it had filled the orders which Ludwigs supplied 
with spurious locks; and, third, for any further damage Payson 
Company may have suffered in reputation and loss of trade resulting 
from the appearance of the spurious goods in the market. 

Though the decree as entered respecting unfair competition 
must be modified, it is evident that Ludwigs gains nothing by his 
appeal. So the costs thereof, as well as of Payson Company’s 
appeal, should be taxed against him. 

The decree is vacated and the cause remanded, with the direc- 
tion to enter a decree in favor of Payson Company in consonance 
with this opinion. 
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GENERAL Fix_m Co. or Missourt v. GENERAL Fitm Co. or MAINE 
(237 Fed. Rep. 64) 


United States Circuit Court of Appeals 
Eighth Circuit, October 20, 1916 


Unrairk CoMPeTItTion—CorporaTe NAMES. 

A corporation may not usurp the name which another foreign 
corporation has made valuable, taking advantage of the fact that the 
latter corporation has not complied with the requirements of the state 
statutes and obtained authority to do business within the state. 


On appeal from a decree for defendant on its cross-bill. 
Affirmed. 


William R. Gilbert, of St. Louis, Mo. (S. H. West, Roscoe 
Anderson, and A. L. Levi, all of St. Louis, Mo., on the 
brief), for appellant. 

John S. Wright, of Kansas City, Mo. (Armwell L. Cooper, and 
Hadley, Cooper, Neel and Wright, all of Kansas City, 
Mo., on the brief) for appellee. 


Before Hook and Situ, Circuit Judges, and Amipon, District 
Judge. 


Amipon, District Judge: The General Film Company of 
Maine is one of the largest corporations engaged in the business of 
producing and selling moving picture films. Its trade extends 
throughout the country. St. Louis, Mo., has been one of the centers 
of its operations. From that branch it supplied an extensive trade 
in several adjoining states. By the law of Missouri a foreign cor- 
poration cannot do business in that state without taking out a license. 
A violation of the statute is punishable by fine, and the statute also 
provides that the corporation shall not be permitted to maintain any 
action upon any contract made in the state during the default. The 
General Film Company of Maine failed to comply with this statute, 
although it was doing an extensive business in the state. Some citi- 
zens of St. Louis, who had been engaged in the business of supply- 
ing moving picture films under a proper name discovered that the 
General Film Company of Maine had failed to comply with the 
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statutes of Missouri, and, for the purpose of pirating its business, 
organized the General Film Company of Missouri. Its capital 
stock was only $5,000 at first, but it now has been increased to 
$25,000. It has engaged in the same lines of business as the older 
company, and by its method of conducting business has deceived the 
public, and caused it to believe that the General Film Company of 
Missouri is in fact the General Film Company of Maine. 

The General Film Company of Missouri, after its incorpora- 
tion, filed its bill in equity, alleging its incorporation, and right to 
use its corporate name, and setting forth that the General Film 
Company of Maine was doing business in the state in violation of 
local law and to the prejudice of the plaintiff. It asked an injunc- 
tion restraining the defendant from the use of the name “General 
Film Company.” The defendant filed its answer, admitting its 
failure to comply with the local law respecting foreign corporations, 
and denying the other allegations of the bill. It also filed a cross- 
bill, setting up the fraudulent purpose of the incorporation of plain- 
tiff, and the fraudulent and piratical manner in which its business 
was carried on. To this cross-bill the plaintiff demurred. A stip- 
ulation was filed in court, signed by counsel for both parties, that 
the cause should be submitted upon the bill, answer, cross-bill, and 
demurrer; “the intention and desire of both parties being that all 
matters involved in this controversy may be taken up and submitted 
at one hearing and fully disposed of by the court in its decision, 
except that neither party hereby waives its right to appeal to a 
higher court from such decision or decree.” The demurrer was 
overruled, and a decree entered in favor of the defendant upon its 
cross-bill, enjoining the plaintiff from using the name “General 
Film Company,” or any name of similar import. To review that 
decree the plaintiff brings the present appeal. 

The plaintiff seeks to secure rights which may be properly as- 
serted only by the state of Missouri. That state alone could com- 
plain of the fact that the General Film Company of Maine was 
doing business in the state without having complied with the statutes 
in regard to foreign corporations. The plaintiff cannot clothe itself 
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in the panoply of the state as a shield for the fraud which it is seek- 
ing to accomplish. 

It is claimed, however, with much skill, that it is the duty of 
the secretary of state, in issuing certificates of incorporation, to de- 
termine whether the name of the corporation conflicts with the name 
of any other corporation authorized to do business in the state. It 
is said that the secretary of state in issuing to the plaintiff its charter 
exercised this administrative power, and thereby approved of the 
name selected by the plaintiff, and it is urged that a court cannot 
deprive the plaintiff of the name which it thus obtained legally from 
the secretary of state. This argument has often been made in the 
courts, and has generally been condemned. Plaintiff’s name was 
chosen by the plaintiff itself. It was chosen for the purpose of per- 
petrating a fraud upon the defendant. The approval of that name 
by the secretary of state of Missouri was permissive, and not man- 
datory. He had no equitable powers. His authority was confined 
to comparing plaintiff's name with the names of other corporations 
licensed to do business in the state, and ascertaining whether there 
was such similitude as would be likely to confuse and mislead. He 
had no power to consider the course of trade of different corpora- 
tions, and determine whether plaintiff's name was chosen for the 
fraudulent purpose of unfair trade competition. It was held by the 
Supreme Court in Herring-Hall-Marvin Safe Co. v. Hall Safe Co., 
(208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616), that even an in- 
dividual, when he comes to use his own name in trade, must have a 
proper regard for the rights of another individual or corporation 
that has previously used the same name. The second comer, using 
the common name, cannot do so unless he accompanies it with such 
warnings and safeguards as will prevent the public from being de- 
ceived, and the business of the first user of the name from being in- 
jured. The doctrine which underlies this use of the common names 
of individuals applies with much greater force to corporate names. 
A corporation chooses its own name. It does it with a view to the 
business in which it is presently to engage. It is therefore charged 
with the duty of not selecting a name for fraudulent purposes. It 
is the duty of courts of equity to enforce the observance of this rule. 
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Plaintiff, however, says that it got its name from the state, and may 
therefore use it, and that defendant cannot now use its name in the 
state because the secretary of state will not grant it a license on 
account of the similarity of its name to the name of plaintiff. The 
complete answer to that contention is that plaintiff selected its name 
to accomplish a fraudulent purpose. A court of equity cannot be 
stayed in its duty to protect property rights by means of such a 
subterfuge as the plaintiff has practiced. The organization of cor- 
porations under modern laws is a simple performance. It is con- 
trolled wholly by the men who seek that form of business organiza- 
tion. This being the case, the act of taking out a corporate charter, 
although it invokes the authority of the state, cannot be made use 
of for purposes of fraud. If it is made use of for that purpose, the 
fact that the charter was obtained from the state cannot deprive a 
court of equity of its power to prevent fraud and protect property 
rights. The most solemn decrees of courts will be set aside when 
they are procured by fraud. Much more will the voluntary acts of 
individuals in forming a corporation. (Charles 8. Higgins Co. v. 
Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 
43 Am. St. Rep. 769; Bender v. Bender S. & O. F. Co., 178 Ill. 
App. 203; Celluloid Mfg. Co. v. Cellonite Mfg. Co. [C. C.] 32 Fed. 
94; United States Light & Heating Co. of Maine v. United States 
Light & Heating Co. of New York et al. [C. C.] 181 Fed. 182; 
Peck Bros. & Co. v. Peck Bros. Co. et al., 113 Fed. 291, 51 C. C. A. 
251,62 L. R. A. 81). 
The decree is affirmed. 





SEVEN TRADE-MARK REPORTER 


Ritz Cycie Car Co. v. Driees-SEABURY ORDNANCE Corp. 
(237 Fed. Rep. 125) 


United States District Court 


Southern District of New York, November 6, 1916 


1, Trape-Marks—OwNnersHIP. 
A single instance of user, with accompanying circumstances show- 
ing an intention to continue to use the mark, is sufficient to establish a 
right to its use. 
2, Trape-Marks—I NFRINGEMENT— DAMAGES. 
Any profits made by defendant in violation of the trade-mark 


? 


rights of the plaintiff are recoverable regardless of any profits made by 
plaintiff. 


In equity. Decree for plaintiff. 


Rockwood & Haldane, of New York City (Edgar T. Brackett, 
of Saratoga Springs, N. Y., and Nash Rockwood and 
Charles A. Winter, both of New York City, of Counsel), 
for complainant. 

Cadwalader, Wickersham & Taft, of New York City (Corne- 
lius W. Wickersham and John F. Charlton, both of New 
York City, and Francis H. McAdoo, of Washington, D. C., 
of counsel), for defendant. 


Hazet, District Judge: This action in equity was brought to 
enjoin the defendant corporation from infringing complainant’s 
common-law trade-mark or name “Ritz,” an abbreviation of Ritz- 
waller, the name of complainant’s president, adopted in September, 
1913, and applied to cycle cars or light automobiles. The circum- 
stances are peculiar, in that the parties entered into a written agree- 
ment by which the defendant was to manufacture cars or automobiles 
of complainant’s design, making deliveries in installments. Upon 


failure by complainant to comply with the conditions of the agree- 
ment, the defendant was to have the right to market and sell the 
cars manufactured by it, using the trade-mark “Ritz” and applying 


the proceeds on any claims, arising out of the breach or annulment 
of said contract, as the defendant might have against complainant ; 
and complainant agreed in the event of a breach to assist defendant 
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in marketing the cars with respect to any unfulfilled contracts of 
sale. 

Defendant by its answer, among other things, denied the estab- 
lishment of a valid trade-mark in the name “Ritz” as applied to 
cycle cars or automobiles, and admitted the sale of 205 cars or auto- 
mobiles bearing that name after the contract was broken, justifying 
its action on the ground of complainant’s nonpayment of certain 
promissory notes, a part of the consideration for the making of the 
agreement. The answer put in a counterclaim for two promissory 
notes, of $2,500 each, and for the price of a car or automobile man- 
ufactured for demonstrating purposes. A reply to the answer 
denied that complainant had broken or annulled the agreement, and 
alleged that it was first broken or rescinded by defendant; that ac- 
cordingly no right inured to defendant under the agreement to 
market or sell any cars or automobiles bearing said adopted trade- 
mark or name. Damages for breach of the contract were also 
demanded. 

The issues presented by the proofs may be summarized thus: 
Had complainant established a valid trade-mark in the name “Ritz” 
at the time the contract was made? Was a property right created 
by its adoption and use? Was there such failure by complainant 
to perform the contract as gave defendant the right under paragraph 
13b of the contract in question to sell or market cars and apply the 
proceeds to claims for labor or materials used in their construction? 
Are the counterclaims properly interposed as an offset to complain- 
ant’s right of recovery? 


The evidence shows that, although the trade-mark was not 


known to the public to any extent by user, it had nevertheless been 
exploited, catalogued, photographed, and advertised, in trade jour- 
nals and otherwise, at much labor and expense, preparatory to the 
establishment of a business for manufacturing and selling cars or 
automobiles impressed with it. The said agreement refers to the 
cars as Ritz cars, or Ritz cycle cars, and, prior to its making, two 
demonstration cars, model A and model B, were completed, which 
were designated as Ritz cars; model B being shipped to defendant 
for inspection in March, 1914. The contract provided for the 
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manufacture of a car to be known as model C, which, however, in 
general appearance and design was to be of the type of model B. 
Complainant had contracted to sell and deliver to the Ohio Motor 
Company 100 Ritz cars to be manufactured by defendant, and was 
quite actively engaged in negotiating sales with prospective buyers 
and in establishing agencies at the date of the contract and up to the 
time of its breach. 

Although. it is unnecessary to specify all the details of the 
agreement under which the cars were to be manufactured, it should 
be understood that 500 Ritz cycle cars were to be manufactured by 
defendant and delivered in lots of approximately 100 per month, 
the first lot to be delivered by the end of June, 1914; that the price 
of construction agreed upon was $425, less a discount of $120; that 
the complainant was to deposit, and did deposit, with the defendant 
$10,000, payable $5,000 in cash, and the balance in two promissory 
notes, of $2,500 each, one payable in three months, and the other in 
four months, from date, to cover the cost of manufacturing tools 
required in the construction of the cars; that the complainant was to 
furnish detail drawings and specifications and place an inspector in 
the factory to approve materials; and provision was made for 
changes in construction and design “to efficiently complete said cycle 
cars.” 

There was much dispute as to who first terminated the contract. 
The defendant claims that complainant was responsible for the 
breach, and in proof thereof points to a letter, dated July 17, 1914, 
stating in substance that, on account of defendant’s prior rescission, 
complainant was compelled to terminate its part of the contract. 
Hence it is contended that paragraph 13b became operative, regard- 
less of who first broke the contract, but that it was in fact broken 
when complainant failed to pay its note for $2,500 falling due July 
8, 1914. In opposition to this contention it is insisted that the 
promissory note was not paid because the defendant had previously 
failed to make delivery in June of approximately 100 cars, or of 
any cars. 

To this contention rejoinder is made by defendant that such 
delivery was delayed by complainant’s failure to seasonably furnish 
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detailed drawings and specifications, as provided by paragraph 9 of 
the contract, and that complainant had ordered changes, or ac- 
quiesced in changes, which materially delayed completion of the 
cars. Did complainant’s conduct relieve defendant from perform- 
ance or render performance by defendant impossible? Did defend- 
ant’s conduct, resulting in the repudiation of the contract, deprive 
it of the right to sell cars under and by the name of Ritz? 

Considering the question of a property right in the trade-mark 
“Ritz”: It is undeniable that the general rule is that there must 
have been a user of an adopted trade-mark, name, or symbol in 
connection with the goods or article to which it is applied, as its 
mere adoption, even with an expenditure of money in preparation 
for its use, confers no property right. But in this case something 
more than a mere adoption and exploitation of the trade-mark is 
evidenced. Not only was the trade-mark affixed to two completed 
‘ars at the time the contract was entered into, but reference is made 
therein to Ritz cars, amounting to a recognition of complainant’s 
property right to the name. A single instance of user, with accom- 
panying circumstances showing an intention to continue the use of 
the trade-name or mark, is sufficient to establish a right to its use. 
(Hopkins on Unfair Trade, § 18). Sebastian, in the Law of Trade- 
Marks, quoting from Romilly, M. R., says: 

“The interference of a court of equity could not depend on the length 
of time the manufacturers had used it, but that ‘from the time of their 
commencing the user of their trade-mark they became entitled to the 


protection of the court against any other persons using the same, so that 


purchasers might be induced to purchase the goods of other persons as 
theirs.’ ” 


But as between this complainant and defendant it was un- 
necessary that the trade-mark should have been established by user 
or have been known to the public for any definite length of time. 
Its recognition by defendant and the subsequent sale of cars bear- 
ing it operated as an estoppel of a denial of a property right there- 
in. There are cases, it is true, which broadly hold that a trade- 
mark fails to eventuate in a property right unless it is used, but 
in nearly all such cases its origin or use was in dispute between 
rival claimants. (Hopkins on Unfair Trade, § 18.) 
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As to the merits: Although many changes and modifications 
were made in the drawing and specifications of various parts of the 
Ritz automobile, such changes pertained mostly to unimportant 
parts, and did not delay construction. Some of the changes were 
suggested by defendant’s president, and others by its foreman, 
while still others were suggested by complainant’s inspector or 
engineer; but, before being made, they were all discussed with de- 
fandant’s president and approved by him. Parts already manu- 
factured were not changed, and certain of the changes were not to 
affect the cars to be delivered in the first installment. No objec- 
tion was made by defendant that the changes would delay the 
initial delivery. There was much dispute between the engineers 
employed by complainant and defendant as to the character of the 
changes, and as to whether they in fact delayed the delivery of 
the first lot of cars; but it is not deemed necessary to itemize them, 
as it has been proven that they were not the actual cause of the 
delay. The most important changes in the drawings, it seems to 
me, related to the running board, the core box, and the valve and 
exhaust pipe of the Driggs-Seabury motor, which at first it was 
contemplated using; but as defendant’s president agreed to such 
modifications, and as the first 100 cars were to contain a motor 
manufactured by defendant, any delay because of enlargement of 
the valve had no especial bearing upon failure to make the first 
delivery. 

Time was of the essence of the contract—a condition precedent 
—and under the doctrine of Norrington v. Wright, (115 U. S. 188, 
6 Sup. Ct. 12, 29 L. Ed. 366,) upon nonperformance of such condi- 
tion the party aggrieved had the right to repudiate the entire con- 
tract. As it does not appear that defendant at any stage of the 
preparation of the drawings or modifications requested any ex- 
tension of time, the asserted delay and abrogation of the contract 
by refusal to deliver the June installment of cars was, I think, due 
to other causes. At this time complainant was arranging for de- 
liveries to prospective purchasers, and presumably, if defendant had 
expressed its inability to complete the cars if changes were made, 
they would have been left unchanged. Hence, in my opinion, defend- 





RITZ CYCLE CAR CO. V. DRIGGS-SEABURY ORDNANCE CORP. 59 


ant’s failure to deliver 100 cars by the end of June, 1914, was not 
waived, and the contract was broken by it without any fault at- 
tributable to complainant. 


It appears that complainant failed to make payment for the 
demonstration car manufactured for it by defendant, and of the 
promissory note due on July 8, 1914; that later, on July 17, 1914, 
the parties met to compose their differences, complainant suggest- 
ing a new arrangement as to delivery of cars; but, as defendant 
would not assent to such arrangement, demand was made, under 
the agreement, for the dies and tools necessary in the construction of 
the cars. Upon defendant’s refusal to surrender the same, notice 
of repudiation of the entire contract was given. The language of 
Judge Rogers in Frankfurt-Barnett Co. v. Wm. Pryn Co., Ltd., 


(236 Fed. »,— C.C. A. ——), decided last July, is applic- 
able. He said: 


“The contract into which these parties entered was a contract between 
merchants, and time is of the essence of such contracts. As the Supreme 
Court in Norrington v. Wright, 115 U. S. 188 [6 Sup. Ct. 12, 29 L. Ed. 366], 
held, an agreement regarding the delivery of the goods is ordinarily to be re- 
garded as a warranty or condition precedent upon the failure or nonper- 
formance of which the party aggrieved may repudiate the whole contract. 
Under this contract, however, the goods were not to be delivered at one 
time, but in installments. Such contracts are sometimes referred to as 
involving divisible promises. There is authority for saying that, where the 
installments extend over a considerable period of time, a default either in 
delivery or in payment does not necessarily and in all cases discharge the 
contract, although it necessarily gives rise to an action for damages. * * * 
But in Norrington v. Wright, supra, the Supreme Court came to the con- 
clusion that such contracts are entire, and a failure to make the delivery 
of a single installment gives the other party the same right to rescind the 
whole contract that he would have had if it had been agreed that all the 
goods should be delivered at once.” 


Failure to pay for the demonstration car and the promissory 
note, which did not become due until after the first installment of 
cars was to have been delivered, did not excuse performance by 
defendant, and accordingly paragraphs 13a and 13b did not be- 
come operative, and the cars sold by defendant under the trade- 
name “Ritz”, without complainant’s consent, were infringements 
upon the latter’s property right and acquirement. 

Both sides have requested an indication from the court to the 
master as to the measure of damages which should be allowed 
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herein. Defendant contends that the loss of sales of cars to Sim- 


mons is not a proper element of damages; that recovery is limited 
to the loss of gains and profits that complainant would have made, 
had the contract been fulfilled; and that defendant’s profits only 
from the sale of cars impressed with the trade-mark are recover- 
able. Counsel for complainant, on the other hand, contends for the 
right to recover the profits that complainant would have made from 
cars bearing the trade-mark, regardless of any profit made by de- 
fendant; that, as to the breach arising from failure to deliver the 
balance of the cars over and above the cars which the defendant 
sold in violation of trade-mark rights complainant should recover 
the profit of $35 per car, which according to the evidence, would 
have resulted if the contract in question had been fulfilled. In a 
case such as this, wherein the measure of damages depends upon 
the particular facts, it is difficult to specify the exact rule. While 
it is true that there is evidence showing the manufacturing price 
of a car to be $305, and the selling price to customers $340, in- 
dicating a profit of $35, yet it is not at all certain that the cars 
will all be sold at such figure. The price which Simmons agreed 
to pay for 100 cars, together with the price to customers specified 
in the contract, will probably be taken into consideration; but the 
uncertainty as to marketability must be considered, testimony in 
regard to which has not as yet been given by defendant. 

No hard and fast rule can be indicated for the master to fol- 
low. It may be stated, however, that, as I understand the law, any 
profits made by defendant in violation of the trade-mark rights of 
complainant are recoverable, regardless of any profits made by 
complainant. (But see Wolf Bros. & Co. v. Hamilton-Brown Shoe 
Co., 206 Fed. 611, 124 C. C. A. 409 [3 T. M. Rep. 415]). Com- 
plainant’s profits would ordinarily not be the true measure of 
damages for infringement of trade-mark rights. The manufactur- 
ing and selling prices specified in the contract, or the profits defend- 
ant expected that complainant would realize on sales to customers, 
are believed not to be the true criteria of recovery. As recovery 
has been invoked in equity and not at law, the ascertainment of 
profits must be in the nature of an accounting. (28 Am. & Eng. 
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Encyc. of Law (2d Ed.) page 437; Browne on Trade-Marks (2d 
Ed.) page 506.) It is true such rule opens the door for proof that 
the infringing cars were sold by defendant at a loss and not at a 
profit; but as an offset, it may be remarked, complainant has the 
right to recover profits, even though the cars were not sold at a 
profit by it. 

The damages recoverable in consequence of the breach of the 
contract by defendant’s failure to deliver the cars or automobiles 
are those which flow directly and approximately from it. The 
contract, I think, is to be treated as one to manufacture the cars, 
and the damages, no doubt, may be based on the cost of production 
and the price contemplated on resale. There are adjudications 
holding that the measure of damages to be applied in such a case 
is the difference between the contract price and the market value 
of the article; but the cars in question were of an unusual type at 
the date of the contract, and the market price or value difficult of 
ascertainment. (T'odd v. Gamble, 148 N. Y. 382, 42 N. E. 982, 52 
L. R. A. 225.) The cardinal rule is thought to be that a com- 
plainant, who is prevented from selling an article to be manu- 
factured by reason of defendant’s failure to perform the contract, 
is to be recompensed for any loss sustained through loss of profits, 
or even of the opportunity to make profits. In the application of 
this rule, however, care must be taken to exclude any anticipated 
good bargains, and advantages of resale, and loss of other contracts, 
because such benefits were manifestly not in the minds of the parties 
at the time of making the agreement. 

Inasmuch as there is to be a reference to a master to ascertain 
and report the damages, I do not think that anything further should 
be said by me in relation to the rule of damages to be followed, 
especially as testimony is to be given by defendant bearing upon 
this issue. The master must be guided by the facts, adapting there- 
to the particular rule of damages which in his judgment is war- 
ranted. The order of reference to the master should contain a pro- 


vision that the testimony already taken herein relating to damages 
and profits be considered by him, together with such additional 


testimony as may be offered by either party to this action, includ- 
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ing the testimony bearing upon the counterclaims contained in the 
answer relating to making a demonstration car and failure to pay a 
promissory note given for the construction of another, as such count- 
erclaims fairly arose out of the transaction which is the subject of 
this suit. 


A decree may be submitted, with costs, in accordance with the 
foregoing views. 


Meccano, Limitep v. JoHN WANAMAKER, NEW YorK 
United States District Court, Southern District of New York 
January 9, 1917 


1, Unrarr CoMPETITION—PLEADING AND PRACTICE. 

When, in a suit for unfair competition against the manufacturer 
of an article, a final judgment has been granted against the defendant 
and its operation suspended pending an appeal, neither the suspension 
of the injunction nor the filing of a supersedeas bond by the defendant 
in that suit, precludes the plaintiff from prosecuting a suit against a 
customer of the defendant, since he is not protected by the injunction 
in the original action, against the unfair competition of the customer. 

2. Unram Competition—ImitTaTION oF StrRucTURAL ELEMENTS. 

Where the structural elements of defendant’s mechanical toy are 
identical with plaintiff's and the instructions and diagrams of the 
defendant’s catalogues closely imitate plaintiffs, defendant is guilty 
of unfair competition. 


In equity. On motion for preliminary injunction. Granted. 


See 6 T. M. Rep., 487; 7 T. M. Rep., 43. 


Mauro, Cameron, Lewis & Massie (Reeve Lewis, of counsel, 
Ralph L. Scott, Solicitor) for complainant. 

Toulmin & Toulmin, (H. A. Toulmin and H. A. Toulmin, Jr. 
of counsel) for defendant. 


Aveustus N. Hann, District Judge: This is a motion for a 
preliminary injunction against (1) unfair competition, (2) infringe- 
ment of copyrights No. 291,371 and No. 294,670, and (3) infringe- 
ment of patent No. 1,079,245. Judge Hollister has granted a final 
decree for the complainant in the Western District of Ohio upon 
the precise issues involved in this cause, and an appeal has been 
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taken from Judge Hollister’s decree and the injunction suspended 
during the appeal. That suit was against the manufacturer of the 
mechanical construction toy involved here. The catalogue was 
held to infringe the copyrights of complainant. This suit is brought 
against a customer of the defendant in that case. 

It is urged that the suspension of the injunction pending that 
appeal precludes the relief here sought. There is no basis in reason 
or authority for such a contention. (Philadelphia Co. v. Edison 
Co., 65 Fed., 551; Birdsell v. Shaliol, 112 U. S., 485.) 

The supersedeas bond in Ohio does not protect the complain- 
ant against the infringement by this defendant. I have examined 
the briefs and the record in the Ohio case sufficiently to be in gen- 
eral agreement with Judge Hollister, and I think it the fairest dis- 
position of this motion to grant an injunction to the complainant 
upon filing a bond of $3,000. with the alternative provision that the 
injunction may be suspended pendente lite if the defendant shall 
file a bond in a like amount within ten days. Such a provision pro- 
tects each party without imposing any serious burden upon either. 

It seems quite apparent that the patent is infringed, and that 
diagrams and directions as to construction have been borrowed by 
defendant from complainant’s copyrighted catalogues, and that the 
system of construction adopted by the defendant is a direct imita- 
tion of complainant’s system. The spacing of the holes in, and 
general appearance of the mechanical parts, seems to be practically 
identical. I do not think the books containing plates, or the covers 
or other ornamentations of the catalogues of the defendant are 
sufficiently similar to those of the complainant to mislead the 
public, but the appearance of the plates themselves, and the system 
of construction have been so deliberately taken by the defendant 
from the complainant that they are misleading, and come within 
the decisions of Enterprise Mfg. Co. v. Landers, Frary & Clark, 
(131 Fed., 240), Yale & Towne Mfg. Co. v. Alder, (154 Fed., 37), 
Rushmore v. Manhattan Screw & Stamping Works, (163 Fed., 
939), Prest-o-Lite Co. v. Davis et al., (215 Fed., 349; [4 T. M. Rep. 
419]). 
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LENNox Furnace Co. v. Wrot Iron Heater Co. 
(160 N. W. Rep. 356) 


Iowa Supreme Court 


December 16, 1916 


. Unram CompetTiTiIon—DECcEPTION. 
It is not the mere fact of imitation alone which makes out a case 


of unfair competition, but imitation accompanied by deception of the 
purchasing public. 


2. Unramr CoMPETITION—FRAUD—EVIDENCE. 


The ground of unfair competition is fraud, and this may be shown 
by direct testimony, or by facts and circumstances, or inferred from 
the manner in which the business is carried on. 

Unram Competition—IMITATION OF ARTICLE. 

Where defendant substantially duplicated plaintiff’s furnace and 
by advertising and sales methods attempted to pass off its product as 
that of plaintiff, such acts constitute unfair competition. 

. Unrarr Competition—Score oF INJUNCTION. 


A subsequent order limiting the application of an injunction to 
those localities in which the plaintiff was doing business, held to relieve 
the objection that the injunction was indefinite and uncertain. 


On appeal from an order of the district court, Polk County, 
granting a temporary injunction. Affirmed. 


Orwig & Blair and Parker, Parrish & Miller, all of Des 
Moines, for appellant. 

Clark, Byers & Hutchinson and R. P. Thompson, all of Des 
Moines, for appellee. 


Preston, J.: Upon the hearing of the application for a tem- 
porary writ witnesses were produced and testimony taken in open 
court by both sides, and, although the hearing was not on the merits, 
the record is full and complete. 

Plaintiff alleged in the petition that it is a corporation engaged 
in business at Marshalltown, Iowa; that it manufactures an all- 
steel furnace under the name of the “Torrid Zone’’; that it has been 
engaged in the manufacture and sale of such furnace since about 
1901; that it has been selling by advertising and through agencies 
and dealers an all-steel furnace of a distinctive type under the 
name of “Torrid Zone’ aforesaid and, by the expenditure of large 
sums of money and years of effort, had acquired a large trade in 
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its furnaces in the states of Iowa, Ohio, Wisconsin, Michigan, 
Kansas, Texas, Minnesota, Pennsylvania, Indiana, Illinois, Mis- 
souri, Oklahoma, Nebraska, North Dakota, and South Dakota, and 
trade with jobbing interests at Denver, Colo., and along the Pacific 
Coast; that plaintiff had built up a business with an average 
annual output of something like 5,000 furnaces; that the defendant, 
by unfair methods, commenced in about the year 1916, was seeking 
to take from the plaintiff its trade and the reputation of its furnace, 
and in furtherance of said effort was interfering with plaintiff's 
agencies and dealers and was putting upon the market a furnace 
that was an imitation of plaintiff's furnace, and so constructed and 
put together and dressed up that it could be and was being taken 
and purchased for plaintiff's furnace; that such conduct, together 
with other unfair methods, amounted to unfair competition; that 
plaintiff had built up a large trade and established a valuable good 
will and reputation for said “Torrid Zone” furnace, that the form, 
style, and pattern of said furnace, as well as the reputation and 
name and the type of construction thereof, has become and is now a 
valuable property right of the plaintiff. Many of the allegations 
of plaintiff’s petition are admitted in the answer. 

At the conclusion of the hearing the trial court granted a 
temporary writ in which it was found that the allegations of plain- 
tiff’s petition and amendments were true and ordered: 

“It is therefore ordered that the defendant, the Wrot Iron Heater 
Company, be, and it is hereby, strictly enjoined and restrained, from the 
manufacture for sale, or sale, or the advertising for sale, of its Type A 
furnace in its present form, or any furnace of any other name, which is an 
imitation or duplication of plaintiff's Torrid Zone furnace, and from the 
manufacture for sale or sale of a steel-riveted furnace which is a fac 
simile of the Torrid Zone furnace made by the plaintiff, and from making 
for sale, advertising, selling, or offering to sell furnaces which are imi- 
tations of plaintiff’s Torrid Zone furnace, and from interfering with the 
trade and agencies of the plaintiff, all of which acts, conduct, and things 
the defendant is restrained and enjoined from doing in the states of Iowa, 
Ohio, Wisconsin, Michigan, Kansas, Texas, Minnesota, Pennsylvania, In- 
diana, Illinois, Missouri, Oklahoma, Nebraska, North Dakota, South Da- 
kota, Colorado, California, Oregon, Washington, and in all other localities in 
which the plaintiff is advertising and selling its Torrid Zone furnace.” 

After the order was made application was made to the trial 
court for a reargument which was granted, and an answer was filed 
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and the application again fully argued. There is some confusion 
in the dates in the abstract and additional abstract, but, as we 
understand it, the original order was modified on the reargument, 
the court stating that, upon the authority of Sartor v. Schaden, (125 
Iowa, 696, 101 N. W. 511): 

“It is now apparent that the conclusion which I stated as to the 
breadth of the injunction should be modified and the injunction will issue 
as determined in the original opinion and apply in all cases wherein the 
plaintiff is doing business—that is, is selling its furnaces. This does not 


interfere with the right of the defendant to sell its furnaces in localities in 
which the plaintiff is not doing business.” 


We may refer to some of the more important facts shown by 
the record, many of which are not disputed. As to others there 
is more or less conflict. From an examination of the record we are 
satisfied with the findings of the trial court. It is not our purpose 
to go into the evidence in detail. The bodies of plaintiff's Torrid 
Zone and defendant’s Type A furnace are made of steel and formed 
by hydraulic or other pressure. The fronts are cast and are form- 
ed from patterns. Some of plaintiff's witnesses say that prior to 
the time plaintiff commenced to make the Torrid Zone there were 
being manufactured sheet metal or steel bodied furnaces, cylindri- 
cal in form, having the same diameter as plaintiff’s furnace, and 
with an ordinary rounded or dome-shaped form for a head, but not 
of the exact size of plaintiff's furnaces; that there was on the 
market what said witness called standard size heads, which were 
kept in stock and could be bought by any one; that the bodies and 
heads of plaintiff's furnaces were different from the bodies and 
heads on the market, in that there was more or less variation be- 
tween the standard sizes and those manufactured by plaintiff, de- 
pending on the size of the furnace; that the heads of plaintiff's 
furnaces were dished more than some and less than others, but not 
exactly the same as any he knew about. 

There is testimony that some of the distinctive features of 
plaintiff's Torrid Zone furnace are as before stated; that the body 
and the front which is placed upon it have certain proportions dif- 
ferent from the ordinary furnace, different from any other except 
the Torrid Zone, and that the ornamentation is different; that there 
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s a difference in the radiator of plaintiff's furnace and other fur- 
naces. Without going further into the specific matters claimed as 
distinctive features, we may say that the general make-up and out- 
line and dress of the furnace is distinctive. 

The evidence shows: That since 1901 plaintiff has sold a large 
number of the Torrid Zone furnaces, and at this time is averaging 
4,000 or 5,000 a year. That the furnaces are sold through adver- 
tising and by dealers and agencies throughout the country, and 
especially in the states before mentioned. That during the years 
since 1901 in these states plaintiff has built up a large trade and 
established a valuable good will and reputation for its furnace. 
The form, style, and pattern of the furnace, as well as the reputa- 
tion, name, and type of construction, has become and is now a 
valuable property right of the plaintiff. Prior to 1915 plaintiff 
manufactured at its factory for the manager of defendant company 
: number of steel furnaces. Thereafter, and prior to the lst day 
f January, 1915, the said manager, Mr. Howard, promoted and 
organized the defendant company, and after its organization em- 
ployed and took into its service one of the former employees of the 
plaintiff, and one who was in a position to familiarize himself with 
the character, kinds, and quality of the furnaces being sold by the 
plaintiff, together with price lists therefor, also with the plaintiff's 
agencies and customers throughout the several states before re- 
ferred to. That through said employee the defendant company ac- 
quired knowledge and information with respect to the plaintiff’s 
business, its agencies throughout the country, its customers, and the 
names of dealers who were selling plaintiff's furnaces, as well as 
information with respect to terms and conditions under which plain- 
tiff was selling its furnaces, and secured from said employee price 
lists and other. similar information about the business of the plain- 
tiff. That it also secured from one of the agents of the plaintiff 
photographs of plaintiff's Torrid Zone furnace, and, with these 
photographs and the catalogue of the plaintiff, it had printed a large 
number of folders for advertising purposes, in which folder there 
ippeared under the name of “Type A, Wrought Steel Furnace,” an 
exact duplicate of plaintiff's Torrid Zone furnace; in fact, the cut 
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in the folder was made from the photograph of plaintiff's just 
referred to. In this folder there also appeared a substantial du- 
plicate of plaintiff's price list. Defendant employed one Tum- 
pach, who for many years was the pattern maker for the plaintiff 
company, to make patterns for defendant’s Type A furnace; de- 
fendant instructing Tumpach to secure parts of the Lennox Torrid 
Zone furnace and from such parts to make patterns like the Lennox 
patterns in so far as to insure that the parts would fit the corre- 
sponding sizes of Lennox Torrid Zone furnaces. The defendant 
company then, with the folders and catalogue before referred to, 
began an extensive advertising campaign, not only through the mails, 
but by traveling salesmen and agents among the dealers and agen- 
cies of the plaintiff, using the lists and other information secured 
from the former employee of the plaintiff. These traveling sales- 
men and agents of the defendant represented and stated to plain- 
tiff’s dealers and agents that they were manufacturing and putting 
out a duplicate of plaintiff's Torrid Zone furnace which could be 
sold for less money, and which the ordinary buyer would not be able 
to tell from the plaintiff's Torrid Zone furnace, in many instances 
suggesting to plaintiff's dealers and agents that their customers 
would buy defendant’s Type A furnace and never know but what 
they were getting a Torrid Zone. It was also suggested to plain- 
tiff’s dealers that, if they had on hand Torrid Zone furnaces and did 
not want to handle two lines, they could simply change the doors 
and make them all Type A furnaces. In its advertising matter it 
claimed that its parts would fit the parts of the Torrid Zone within 
one one-thousandth of an inch. These methods soon resulted in 
great confusion and disturbance of plaintiff's business with its 
dealers and agencies and interfered with plaintiff’s trade, the repu- 
tation of its Torrid Zone furnace, and the good will of its business 
throughout the territory before referred to; hence this action. Other 
facts may be referred to later in the opinion in the discussion of 
different points. 

Appellant has assigned errors. The first is that the court 
erred in enjoining defendant from the manufacture for sale, or sale, 
or advertising for sale of its Type A furnace in the following par- 
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ticulars: (a) Defendant’s Type A furnace was like the plaintiff’s 
Torrid Zone furnace only in that it was cylindrical in form, with an 
oval top, a similar front and radiator, and made of the same material, 
and it was not similar to the plaintiff’s furnace in respect to dress, 
markings or other indicia of origin; (b) there was nothing about the 
shape, style, dress, or markings of the defendant’s Type A furnace 
that would tend to or did cause purchasers to buy the same believing 
that it was a furnace manufactured by the plaintiff. 

It is also contended that the court therein erred for the reason 
that the evidence did not show that defendant was intending to man- 
ufacture for sale, sell, or advertise for sale any furnace which was 
an imitation, duplication, or fac simile of the plaintiff’s said fur- 
nace; that the defendant had the right to sell to the trade and agen- 
cies of the plaintiff any article of commerce so long as the doing of 
the same did not constitute unfair competition; and, further, that 
the testimony failed to show that the plaintiff had acquired a trade 
and reputation for its said furnace throughout the states mentioned. 

The trial court found against the defendant on these several 
propositions, and, as stated, we are satisfied with the trial court’s 
finding. 

It is also assigned as error that the court erred in enjoining de- 
fendant from doing the things mentioned “in all other localities in 
which the plaintiff is advertising and selling its Torrid Zone fur- 
nace,’ for the reason that the same was indefinite and uncertain, 
and because the evidence did not show in what, if any, other places 
or territory the plaintiff had acquired a reputation for its goods. 

1. It should have been stated that plaintiff having adopted 
for the name of its furnace the words “Torrid Zone,” placed the 
same on the door of the furnace; also the statement that the furnace 
was made by the Lennox Furnace Company, of Marshalltown, 
Iowa. Defendant placed the name it had adopted for its furnace 
on the doors thereof, and also placed a plate on the furnace show- 
ing that it was manufactured by the Wrot Iron Heater Company, 
of Des Moines, Iowa. There is a rope border around the front of 
plaintiff's furnace. This, of course, was a mere ornamentation. 
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Defendant in the manufacture of its furnace eliminated the rop 
border. 


Appellant states the proposition this way: That the questio: 
is whether or not the defendant is engaged in unfair trade, becaus 
it makes and sells in the same market in which the plaintiff is doing 
business a furnace which is made of the same material as plaintiff's 
furnace, is circular or cylindrical in form, as is the plaintiff's fur 


nace, has the same diameter as the plaintiff's furnace, has an ova! 
door, as has the plaintiff’s furnace, has a radiator of the same shap: 
and size as the plaintiff's furnace, and has a cast-iron front, includ 
ing the doors, like plaintiff's furnace. Their legal proposition at 
this point is that the plaintiff could not secure a monopoly in th: 
shape, size, or style of its furnace or the material out of whic! 
it was manufactured, and thereby enjoin the defendant from man 
ufacturing and selling in competition with plaintiff a furnace of th: 
same shape, size, style, and material, and that the manufactur: 
and sale of an article of the same size, form, shape, and material as 
that of a prior manufacturer, in competition with him, does not 
constitute unfair trade, that unfair trade consists of conduct tend- 
ing to pass off one person’s merchandise or business as that of an 
other, and they say that one may not monopolize the functiona 
parts of an unpatented article. On these propositions they cite ou 
own case of Motor Accessories Co. v. Marshalltown Co., (167 Iow 
202, 149 N. W. 186, [4 T. M. Rep. 540]); and Rathbone v. Cham- 
pion, (189 Fed. 26, 110 C. C. A. 596, 37 L. R. A. [N. S.] 258, [1 
T. M. Rep. 259]); Goodyear Co. v. Goodyear, (128 U. S. 604, ° 
Sup. Ct. 166, 32 L. Ed. 535); Howe Scale Co. v. Wykcoff, (198 
U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972), and other cases. 
Appellee concedes that it would have little cause for complai: 
if appellant had done no more than copy and imitate the parts o: 
appellee’s furnace, or even the completed furnace, and had done a! 
this only for the legitimate purpose of getting for its own use a fur 
nace like the Torrid Zone. But they contend that the defendant 
has gone far beyond this; that it pirated appellee’s patterns and 
selected one of appellee’s former pattern makers to make pattern- 
as near like the Torrid Zone parts as possible; that it secured fro 
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appellee’s former employees confidential lists and information about 
its dealers; that it secured original photographs of the Torrid Zone 
furnaces and used them in preparing its printed advertising matter 
and cuts; that it sought to take from appellee its business and the 
reputation of its furnaces by urging upon appellee’s dealers the 
fact that there was no difference in the furnaces, and unless ap- 
pellee’s dealers handled their furnace they would sell it to their 
competitors, who would in turn be able to deceive their customers 
into believing that they were getting the Torrid Zone furnace; and 
many other similar acts, none of which can be explained, as plaintiff 
says, upon any theory of business integrity and fair dealing. 

Appellee contends that the vital question is whether appellant 
has imitated appellee’s furnace as to the similar distinctive features 
and as to the shape and form and the manner in which the several 
parts were put together, and then imitated its furnace so as to look 
like appellee’s finished furnace, and then, by the other methods pur- 
sued, which have been enumerated in part at least, attempted to sell 
its furnace on the reputation of the plaintiff, and attempted to de- 
ceive buyers of furnaces into believing that in the purchase of ap- 
pellant’s furnace they were buying appellee’s. 

It is not the mere fact of imitation alone that makes out a 
case, but the fact of imitation, and perhaps unnecessary imitation, 
with all the other things shown in the record, that make out a case 
of unfair competition. Some of the cases refer to the matter of un- 
necessary imitation, and say that by this is meant imitation which is 
not necessary in order to make the article in the form in which it is 
commonly made and known, nor to make the article perform the 
service for which it is manufactured. 

Appellee contends also that, while one may have a right to 
imitate certain features of the goods of another, or of the dress or 
package in which such goods are sold, he cannot do these things so 
as to deceive buyers of such goods into thinking that they are buy- 
ing wares of the other party, citing Billiken Co. v. Baker & Bennet 
Co. ({C. C.] 174 Fed. 829, 831); Globe-Wernicke Co. v. Brown & 
Besly, (121 Fed. 90, 92, 57 C. C. A. 344 [C. C. A. 7th Cir.]); 
Avery & Sons v. Meikle, (81 Ky. 73, 94, 95); National Biscuit Co. 
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v. Ohio Baking Co. ({[C. C.] 127 Fed. 160, 161); Chapin-Sacks 
Mfg. Co. v. Hendler Creamery Co. et al. ({D. C.] 231 Fed. 550, 
555 [1916], [6 T. M. Rep. 319]); Mozie Co. v. Daoust, (206 Fed. 
434, 124 C.C. A. 316 [C. C. A. 1st Cir. 1913], [3 T. M. Rep. 371]). 

The law is reasonably well settled as to what constitutes unfair 
trade and competition, and we do not feel justified in reviewing 
the cases. We shall attempt to state the rules and cite some of the 
cases. It is largely a question of fact. 

In Motor Accessories Co. vy. Marshalltown Co., supra, some of 
the discussion was in regard to trade-names and trade-marks, but 
unfair competition was defined, and we can do no better than to 
quote. It was there said: 


“The disposition of this case does not involve the question of trade- 
names or trade-marks, nor the rights which obtain to patented articles. 
In the presentation of this case the plaintiffs rely solely upon the rules 
heretofore laid down governing unfair business competition, and _ the 
determination of this case involves the application of these principles to 
the facts as we find them in this record. 

“(1, 2) What is unfair competition is a mixed question of law and 
fact, and has been variously defined and applied by the courts. It con- 
sists in the conduct of a trade or business in such a manner that there is 
an expressed or implied representation that the goods or business of the 
one man are the goods and business of another (see 28 Am. & Eng. Encyc. 
345 [2d Ed.]), and applies in cases where one simulates the particular de- 
vice or symbol employed by another in such a way as to deceive the ordi- 
narily prudent person, thereby leading him to believe, by the marks thus 
simulated, that the goods are the goods of another, and thus practicing a 
fraud upon the person whose goods he simulates, and upon the general 
public dealing in those goods. 

“(3) The ground of the action of unfair competition is fraud, and 
this may be shown by direct testimony, or by facts and circumstances or in- 
ferred from the manner in which the business is carried on. 

“(4) This doctrine is applied in cases where one has established a busi- 
ness under a particular name, or by the use of certain marks or symbols, 
so that it has become known in the trade generally as designating the 
goods of that person. Courts of equity will enjoin one who fraudulently 
assumes the same name, device, or symbol for the purpose of stealing away 
from the other the business so established, and thereby depriving him of the 
profit which flows from the business. The object of the law is to protect 
the property rights of a person from invasion by one who fraudulently, by 

- the use of the same devices, symbols, or name, seeks to and does take from 
him the custom, good will, and the business by him established and main- 
tained. There is no practical way, other than by prohibition to prevent the 
filching of trade established by one in an article, through a name, symbol, 
or mark, than by prohibiting the use of the trade name or mark. 

“(5) Even where the name, symbol, or device used is not one that 
can be protected as a trade-name or mark, equity will protect one in the 
use of it, where it has, by long use, obtained a secondary meaning, 4s 
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designating the goods of one particular person, and where, by the use of 
it, the public has come to know his goods by that name or symbol. He 
thereby acquires a property in it which is of value, and which another can- 
not wrongfully simulate and so deprive him of the benefits of its use.” 


See, also, Dover Stamping Machine Co. v. Fellows, (163 Mass. 
191, 40 N. E. 105, 28 L. R. A. 448, 47 Am. St. Rep. 448), where it 


is said there is no unfair competition apart from the infringement 


of a patent or trade-mark, unless the competing person so makes or 
marks his goods, or conducts his business, that purchasers of ordinary 
caution and prudence, and not those who are exceptionally dull, are 
likely to be misled into the belief that his goods are the goods of 
somebody else. And it is argued by appellant that in the instant case 
there is no excuse for a reasonably prudent buyer purchasing defend- 
ant’s furnace thinking that he is buying one manufactured by plain- 
tiff. But we think otherwise. It is not alone the similarity in appear- 
ance but all the circumstances must be taken into account, the methods 
and representations, and other things shown by the record. (See, 
also, on proposition last referred to, Singer Mfg. Co. v. June, 163 
U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; Warren Featherbone 
Co. v. American Featherbone Co., 141 Fed. 513, 72 C. C. A. 571; 
Geo. G. Fox & Co. v. Glynn, 191 Mass. 344, 78 N. E. 89,9 L. R. A. 
[N. S.] 1096, 114 Am. St. Rep. 619; Geo. G. Fox & Co. v. Hatha- 
way, 199 Mass. 99, 85 N. E. 417, 24 L. R. A. [N. S.] 900; Yale & 
Towne Mfg. Co. v. Alder, 154 Fed. 37, 83 C. C. A. 149). 

We shall refer to some of appellee’s propositions and cite some 
of its cases without comment. They contend that the simulation or 
imitation of an article of a prior manufacturer in such a manner as 
is likely to cause confusion in the mind of the ordinary or usual 
buyer as to its origin constitutes unfair competition, citing 38 Cyc. 
756, 767, 773; that the evil is done when the instrumentality of 
fraud is put into the hands of the dealer, especially where the article 
complained of is sold to the local dealer at a less price than the 
former, thus by giving him a greater profit from selling the new 
article, furnishing an incentive and inducement to fraud, and unfair 
methods in disposing of it, citing Forster Mfg. Co. v. Cutter-Tower 
Co., (211 Mass. 219, 97 N. E. 749); Notaseme Hosiery Co. v. 
Straus, (201 Fed. 99, 119 C. C. A. 134, [3 T. M. Rep. 87]); Id., 





74 SEVEN TRADE-MARK REPORTER 


240 U. S. 179, 36 Sup. Ct. 288, 60 L. Ed. 590, [6 T. M. Rep. 103}) ; 
Fairbank Co. v. Luckel, (102 Fed. 327, 42 C. C. A. 376). Cases 
are cited to the point that it is not necessary to prove the wrongful 
intent by direct testimony, and that in these cases the fraudulent in- 
tent is often inferred from the facts, citing, among other cases, 
Wolf Bros. v. Shoe Co., (206 Fed. 611, 616, 124 C. C. A. 409, [3 
T. M. Rep., 415]); Hartzler v. Goshen Churn Co., (55 Ind. App. 
455, 104 N. E. 34, 39); Nims, Unfair Competition, § 30. 

Appellees state that they claim no exclusive right to manu- 
facture and sell an article that is strictly mechanical and functional 
in every feature, and concede that in such case it would be neces- 
sary to secure a patent, and appellee says that they do not claim 
the exclusive right to manufacture an article in a particular form 
or shape which is not made or known in any other form or shape, as 
illustrated in some of the cases cited by appellant, among them 
Warren Featherbone Co. v. American Featherbone Co., supra. 

Further, appellee admits defendant’s contention that, to be 
entitled to injunctive relief, it must show that it has established a 
market for its Torrid Zone furnace, otherwise it could have no 
reputation or good will with respect to that particular furnace for 
which it claims protection, and they claim that they have so shown 
as to the states named. The trial court so found, and we are of 
opinion that the evidence justifies such a finding. 

A number of circumstances are shown in the record tending to 
show fraudulent conduct on the part of defendant in the manufac- 
ture and sale of its furnace in competition with plaintiff's. We 
shall refer to only a few of these. One witness testifies that a rep- 
resentative of defendant company called upon him in the spring of 
1916 and heard defendant’s representative say that his prices on 
the furnace and repairs were lower, and that from what defend- 
ant’s representative was saying— 

“it sounded like he was selling it on the same merits as the Torrid Zone 
furnace. He had a cut there that was like the one in the Torrid Zone cata- 
logue. We were looking at it and he saw we were kind of puzzled over it 
to see what the difference was, and he said in a kind of joking way that 


they stole or infringed that. He also said that his furnace company had 
some old employees of the Lennox people with them.” 
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Another witness a salesman in the employ of plaintiff company, 
testified that defendant’s manager tried to get him to quit plaintiff 
and go out and sell defendant’s furnaces at lower prices than the 
plaintiff was getting for theirs, and that he could quote any cus- 
tomer 10 per cent. below the Lennox cost, and further: 

“He said I could tell them they were interchangeable; that the castings 
would interchange with any on the Lennox Torrid Zone furnace. He said 
where we had some Lennox furnaces on the floor, Torrid Zones, we could 


change the name, the name plate, on them, and put his right over it, and 
sell them just as though they were the Wrot Iron Heater Company’s.” 





Another witness testifies that defendant’s manager gave him a 
cut of their furnace, and, as the witness puts it: 





“He went on to explain to me, as near as I can tell it, that their fur- 
naces were so near like the Torrid Zone furnace that the ordinary man 
could not tell the difference. * * * While, he says, you would not be sell- 
ing the Lennox furnace, you would be making more profit. He figured 
that on an ordinary job of heating there was $17 more profit on this fur- 
nace than on our own, and also explained that the different parts of this 
would fit the Lennox furnace, and explained why he could sell it cheaper. 
The cut looks like the Torrid Zone furnace I had on the floor. I must say 
that I cannot see any difference in them at all.” 









He also says that defendant’s manager, Howard told him that: 





The Type A furnace “could be sold just the same, and the ordinary 
man couldn’t tell the difference.” 


Another witness testified: 







“That one of defendant’s salesmen called upon him in the early summer 
of 1916 and told him that defendant’s Type A furnace was in all respects 
like the Torrid Zone, the parts could be interchanged, and that it could be 
substituted for the Torrid Zone in placing it on the market, and that it 
was in all respects the same thing; that the repairs on one furnace would 
fit the other. He also offered to put my name on it in place of the Torrid 
Zone name, or in their name, whichever the case might be. What he did 
claim was that his furnace was identical with it in respect of construction, 
so near like the other furnace that an ordinary customer could not discern 
the difference between them. He said that they could be substituted for 
the Torrid Zone furnace; that they were so near like the Torrid Zone fur- 
nace that the ordinary person could not tell any difference in them. He 
said that the parts were absolutely interchangeable, that you could take 
off the door of the Wrot Iron furnace and put it on the Torrid Zone fur- 
nace and that it would fit absolutely, and that, if you had a Torrid Zone 
furnace and wanted to call that a Wrot Iron, all you would have to do 
would be to change the doors on them.” 
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Other witnesses gave similar testimony. It may not be amiss 
to refer to some of the findings and conclusions of the trial court. 
The court found in its opinion, among other things, that: 


“It is not shown that the necessary and essential functional parts of a 
steel-riveted furnace are only combined in a furnace constructed as and 
having the form of the Torrid Zone, nor that the functional characteristics 
of the Torrid Zone furnace, speaking now of the form and construction of 
the furnace, are the necessary functional characteristics in form and con- 
struction of steel-riveted furnaces. The parts of steel-riveted furnaces are 
not so necessarily common that they have become standardized, though by 
design the parts of the Ideal made by the defendant are made to inter- 
change with those of the Torrid Zone to within the one-thousandth part of 
an inch. These parts so interchangeable between the furnaces are not 
shown to be interchangeable with any other steel-riveted furnace, unless 
such furnace is an imitation of the Torrid Zone furnace, and by virtue of 
these facts the conclusion is irresistible that imitation or simulation has 
been made purposely to compete with and supplant the Torrid Zone. * * * 
The evidence does not sustain the contention of defendant that a steel- 
riveted furnace can only be constructed and have the form of that of the 
Torrid Zone. * * * Plaintiff has been in business a number of years, and, 
considering its large trade in different states in the furnace Torrid Zone, 
and in its present form, plaintiff has gained for itself a reputation as to 
this particular furnace, and consequently there has come to plaintiff a cer- 
tain good will predicated upon both the character and form of this furnace. 
Now a word or phrase, aside from its common use and meaning, may by 
continued use come to have, when applied to articles of manufacture and 
trade, a secondary meaning which will belong to the person who has de- 
veloped or applied it, and if this secondary meaning has become established 
in the public mind so that the goods of the one who appropriates and uses 
the word or phrase have become known and recognized by the public under 
such word or phrase, the use of the word or phrase will be protected. Ap- 
propriation and use furnish, therefore, the secondary meaning of the name, 
device or symbol which is a property right and which has or may have pro- 
tection. * * *The furnace may not have special particulars to be charac- 
terized as distinctive but as a steel-riveted furnace as a whole may have a 
distinctive ‘get-up,’ ‘form,’ ‘construction,’ adopted by the plaintiff for the 
purpose of distinguishing its furnace from that of other manufacturers 
* * * A study of the exhibits shows that, if the doors of the two furnaces 
were ajar or were off, the public would not be able to detect any difference 
between the two furnaces.” 


In the trial court’s opinion after reargument the court said: 


“Upon reconsideration of the question, I adhere to the original opinion, 
except as hereinafter stated, and for the following among other reasons: 

“(1) Because the Torrid Zone furnace, the furnace manufactured by 
the plaintiff, in its ensemble is specific, not generic. 

“(2) To secure commercial success it is not essential that the physical! 
construction and visual appearance of the Ideal furnace should comply 
exactly with that of the Torrid Zone. 

“(3) The construction of the Ideal furnace as an exact duplicate of 
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the Torrid Zone is designed to misrepresent and mislead as to the origin of 
the Ideal furnace. 


“(4) The construction of the Ideal furnace as an exact duplicate of 
the Torrid Zone is calculated to mislead as to its origin and is likely to 
produce confusion and deceive the ordinary purchaser. 

“(5) Because the construction of the Ideal furnace is of such similarity 
to the Torrid Zone furnace as that one may be readily mistaken for the 
other.” 


We have not attempted to set out all the circumstances relied 
upon by appellee which they claim tend to show unfair competition, 
but enough has been referred to as to the methods of defendant to 
show unfair competition and that the order of the district court 
granting a temporary injunction was justified. 

2. One other point should be noticed briefly, though the points 
already decided are the ones most seriously argued. Appellant in 
ts reply brief states that the vital question in the case is whether, 
under the circumstances shown in the case, the defendant is guilty 
of unfair competition. A further suggestion in regard to the scope 
of the writ as provided in the order as to the states named: Appel- 
lant argues in its reply brief that plaintiff alleged in its petition that 
it had established a market in certain states. The argument is that 
plaintiff failed to show that it had established a market in these 
states, that its testimony only went to the fact that it had done busi- 
ness in these states, and they say that there are innumerable mar- 
kets for furnaces in each state, and that plaintiff was only entitled 
to relief, if at all, in the particular markets in which it had estab- 
lished a reputation. But it seems to us this clause to wit, “in all 
other localities in which the plaintiff is advertising and selling its 
Torrid Zone furnace,” was cured by the modified order as made by 
the trial judge, and, as we shall show later, appellee claims no more 
for the order or under it. 

The further argument is that the provision of the order is in- 
definite and uncertain. As to the scope of the order, counsel for 
appellee say that the question raised by counsel for appellant is not 
involved in this case, for the reason that the question was not raised 
in the pleadings, in the argument, or in the reargument of the case 
before the trial judge, and that appellant nowhere made any claim 
that appellee was attempting to restrain them from unfair competi- 
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tion in any state where appellee was not in fact doing business. 
We assume that counsel for appellee mean that the question as to 
the scope of the temporary injunction authorized by the order was 
not raised by the appellant. But the order was made at the end of 
all the proceedings. The plaintiff alleged that defendant was sell- 
ing furnaces in territory previously occupied by plaintiff, and asked 
an injunction as to such territory. Counsel for appellee concede 
that there can be no unfair competition where there is no competi- 
tion, and say they are not trying to restrain the defendant from sell- 
ing any furnace it may please and wherever it may please so long as 
in doing so it does not engage in unfair competition wtih the ap- 
pellee. 

Counsel for appellee point out certain language in the case of 
Chapin-Sacks Mfg. Co. v. Hendler Creamery Co. ({D. C.] 231 Fed. 
550, [6 T. M. Rep. 319]), at page 555, a case cited by appellant, 
wherein the language of the decree was quite similar to the language 
complained of in the first order of the trial court in this case. That 
language was: 

“Decree will be entered which will so restrain defendants in their ways 
of advertising, marketing, and selling their cream in Annapolis, in Laurel, 
and in any other places in which the plaintiff, prior to the institution of this 
suit, was selling its cream, as will remove all reasonable danger of de- 
fendant’s cream being sold as plaintiff’s, or under the reputation acquired 
by plaintiff.” 

Counsel for appellee state that they have never claimed th: 
right to restrict the appellant from selling its Type A furnace or 
any other furnace similar to appellee’s Torrid Zone furnace in any 
territory in which the appellee has not engaged in business; in 
other words, where appellee has established no reputation for its 
furnace. They argue that it would be impossible to make the in 
junction more specific, for the reason that no one can tell at this 
time just what new territory appellee may occupy in the future. 
They say that appellee’s business is rapidly growing, and if it 
should later enter into some new territory, as it probably will, it 
should be entitled to the protection of this injunction there, the same 


as in the territory in which it is now engaged in business, provided, 
of course, the defendant shall not have already established a trade 
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and reputation for its Type A furnace in that particular territory, 
wherever it may be. We may remark here that as to such new 
territory the trial court may conclude on final hearing that the de- 
cree should be left open for a further hearing as to such. But, as 
stated, we think the first order made for the temporary writ was 
modified. 

As before stated, the trial court, after reargument of the case, 
modified the first order and referred to the case of Sartor v. Schaden, 
(125 Iowa 696, at 704, and 702, 101 N. W. 511), on the question of 
trade-marks and unfair competition, and quoted the following lan- 
guage from that opinion at the pages given as follows: 

“One is of necessity geographical, and covers the entire limits of the 
jurisdiction of the sovereignty granting the right; and the other is of neces- 
sity local, not founded upon any authority or right from the state, but 


based upon usage in the particular locality or localities in which the party 
is doing or seeks to do business.” 


And: 






“The use of the word in other states or in other parts of this state by 
persons who did not compete with plaintiff is not controlling on the issue of 
unfair competition. There cannot be unfair trade unless there be com- 


petition, and in many cases, if not in most, this competition is of necessity 
local.” 







And the court in its modified order stated that under this 
authority it was apparent that the conclusion stated as to the breadth 


of the injunction should be modified, and then said in the modified 
order: 






“An injunction will issue as determined in the original opinion and 
apply in all cases wherein the plaintiff is doing business—that is, is selling 
its furnaces. This does not interfere with the right of the defendant to 
sell its furnaces in localities in which the plaintiff is not doing business.” 












We do not see why this does not meet the appellant’s objection 
to the language of the first order before set out, which it is alleged 
is indefinite and uncertain. 

It is our conclusion that the order appealed from was and is 
sustained by the evidence and the law, and it is therefore affirmed. 
Evans, C. J., and Deemer and Weaver, JJ., concur. 
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Lapointe Macu. Toot Co. v. J. N. Lapointe Co. 
(99 Atl. Rep. 348) 


Maine Supreme Judicial Court 


December 18, 1916 


. Unrarr CompetTitioN—INJUNCTIC 


Where alleged unfair competition is sought to be restrained, the 
case must be unmistakably clear and beyond question to justify an 
injunction. 


. Unratrr ComMPpetTITION—DECEPTION. 


‘The essence of unfair competition consists in beguiling, or attempt- 
ing to beguile, the purchasing public into buying the wares of the 
offender, under the belief that they are purchasing the goods of a rival. 


. Unrarr ComMPeTITION—DEcEPTION—TEsT. 


The test applied by the courts on the question of similarity is the 
likelihood of deceiving an ordinary purchaser who is using ordinary 
care, and in applying that test regard must be had to the nature and 
physical requirements of the article itself, its cost, the class of persons 
who purchase it, and the circumstances under which it is purchased. 

Where the defendant, although a sharp and vigorous competitor, 
so conducts his business as not to palm off his goods as those of the 
plaintiff an action alleging unfair competition fails. 


. Unrar CompetTitTion—Famity NAMEs. 


Although arbitrary symbols may not be simulated, the use of a 
family name will not be restrained without a showing of deceitful 
practices. 


. Unrarr ComMpeTITION—ADVERTISING. 


Where the originator of a machine withdrew from the original 
company and formed a second, and made thorough and persistent 
efforts in advertising to acquaint the trade with the true situation, 
there was no unfair competition in such advertising. 


In equity. Temporary injunction dissolved. Bill dismissed. 


James A. Tirrell, of Boston, Mass., and Woodman & White- 
house, of Portland, for plaintiff. 

Philip Z. Hankey, of New London, and Williamson, Burleigh 
& McLean, of Augusta, for defendant. 


Argued before Savace, C. J., and Cornisu, Kine, Birp, 
Hatey, and Puitsrook, JJ. 


CornisH, J.: This bill in equity is brought by the Lapointe 


Machine Tool Company of Hudson, Mass., against the J. N. La- 
pointe Company of New London, Conn., both corporations having 


been organized under the laws of this state, to enjoin the defendant 
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from using the name “Lapointe” in any way in connection with its 
coporate name or its products, and also asking for damages for 
loss of profits. The cause is before this court on report, a temporary 
injunction having been issued by the sitting justice. The essential 
facts may be outlined as follows: 

Both the plaintiff and defendant companies are manufacturers 
of what is known in the mechanic arts as broaching tools and broach- 
ing machines. A broaching tool, or a broach, as it is sometimes 
called, is made from a solid bar of steel in which teeth are cut, each 
succeeding tooth being a little longer than the preceding. A broach- 
ing machine is operated by either pushing or pulling a broach 
through an internal section of metal, changing its contour or outline. 
The cutting of a keyway is a simple illustration. Broaching tools 
and machines of various designs have been known to the trade for 
many years. 

In 1896 Joseph N. Lapointe, then an employee of the Pratt & 
Whitney Company of Hartford, Conn., after many experiments 
originated a system of broaching which was a marked improvement 
on the methods then in use. This improvement in the broaching 
tool consisted in making the cutter teeth an integral part of the bar, 
instead of having separate teeth attached to the bar. He also de- 
signed and built a broaching machine of a new model adapted to do 
the work by this new system. Some of the older machines then in 
use were upright. The Crompton and Knowles type which he had 
been using in the Pratt & Whitney shop was of the horizontal type, 
but with a rack and pinion drive. The machine originated by La- 
pointe was also of the horizontal type, but with a nut and screw 
drive. This increased the power, and the new system, combining 
both the machine and the improved tools, enhanced the production 
and enlarged the scope of the work. 

On March 3, 1902, J. N. Lapointe caused the plaintiff com- 
pany to be incorporated for the purpose of manufacturing, among 
other. products, these new broaching machines and broaches. He 
gave to it the name of the Lapointe Machine Tool Company. On 
March 15, 1902, he conveyed to the corporation all his patent rights, 
whether issued or pending, and all his right, title, and interest in 
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his patterns, drawings, and designs in return for stock in the com- 
pany. He himself became a director and the president and general 
manager. He was the head of both the manufacturing and the 
business departments and was the ruling spirit in the company. 

This corporation began business in a small way on Hereford 
street, Boston, Mass., with only three or four employees. As it 
had meager capital, it, at first, did a general jobbing business, and 
later manufactured portable reamers and taps. At the end of 18 
months larger quarters were secured on Atlantic avenue. In 1903 
it manufactured and sold its first broaching machine. In 1906 the 
company moved to Hudson, Mass., where it erected a plant and has 
ever since remained. Its trade increased after the removal to Hud- 
son, and with the advent and development of the automobile business, 
beginning about 1900, the use of these machines was multiplied. 
Frank J. Lapointe, the plaintiff’s son, early entered into the service 
of the company. He was made a foreman, and later had practically 
one-half of the manufacturing at the Hudson plant under his charge. 
He was a skilled machinist. 

In the summer of 1911, one Hall, who had been a stockholder 
and the treasurer for several years, but who was himself actively 
engaged in the insurance business in Boston, acquired the stock 
control of the corporation. Friction ensued, and both J. N. and 
Frank J. Lapointe were, as they claimed, practically forced out of 
the company. 

On July 17, 1911, immediately after severing his connection, 
J. N. Lapointe organized the defendant corporation, gave it his full 
name, and began the manufacture of broaching machines and tools 
at Marlboro, Mass. The company remained there about 18 months, 
and in the early part of 1913 moved to New London, Conn., where 
a new plant had been constructed, and where it has ever since been 
carrying on a growing business. Frank J. Lapointe entered the 
new concern with his father. Another son, Ralph R. Lapointe, 
was engaged by the plaintiff as a mechanical engineer after the 
withdrawal of his father and brother and is still in its employ. 

This brief statement of facts makes an adequate outline for 
the discussion of the issues in this case. The plaintiff and defendant 
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have been engaged in lively competition since 1912 when the new 
company started in active business. The plaintiff contends that this 
competition has been unfair on the part of the defendant, and on 
December 11, 1915, brought this bill in equity to protect its rights 
by enjoining the defendant from the use of the name “Lapointe,” 
and to recover damages for loss of profits. The decision of this 
case does not involve in any degree the question of trade-marks nor 
the rights which pertain to patented articles. The sole issue, around 
which all the subsidiary and collateral issues cluster, is that of un- 
fair competition. This is a question of fact to be determined in 
accordance with certain well-recognized and clearly defined rules of 
law. 

It should be stated at the outset that the nature of this form of 
action is such that the courts require clear and convincing proof of 
the plaintiff’s claim. In a sense the remedy that is sought invades 
the realm of private enterprise and private rights, and it is only 
when the necessity and the justice of such invasion are made clear 


that the court in equity will interfere. As was said by the federal 
court, in denying an injunction in a very recent case: 


“When a plaintiff provisionally stands upon grounds independent of the 
scope of his patent, and goes to the proposition of unfair competition in 
trade, he prevails, if he prevails at all, under the general doctrines of 
equity, and when an injunction is sought which would operate as restraint 
in the mercantile field, it is a principle of equity, based upon considerations 
of caution, that to justify an injunction the case must be unmistakably 
clear and beyond question.” (Marshall Field & Co. v. Kelly Co. (C. C. A. 
1916) 233 Fed. 265, [6 T. M. Rep. 404]). 

Stated broadly, monopoly in trade is frowned upon, while free 
competition is favored by the law. There is, of course, one excep- 
tion to this rule, namely, patent and copyright legislation, which is 
designed to promote invention and literary achievement. But un- 
less a commodity is governed by these exceptional rights, competi- 
tion is to be desired and encouraged. 

Competition, however, is of two kinds, fair and unfair, and 
unfair competition may be subdivided into the ethically unfair and 
the legally unfair. Courts have to do only with the last named. 
Many acts among keen business rivals which might offend the golden 
rule do not violate the legal rule. 
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Hence it is that unfair competition, as a legal term, has ac- 
quired a well-defined meaning. Its definition is found in varied 
forms throughout the decisions, several of which are collated in 
Nims on Unfair Business Competition, § 14, but the underlying 
element in all is that no person shall be permitted to palm off his 
own goods or products as the goods or products of another. The 
essence of the wrong consists in beguiling, or attempting to beguile, 
the purchasing public into buying the wares of the offender under 
the belief that they are purchasing the wares of a rival. The 
ground of the action is fraud. The prohibition is confined to cases 
where the wrongdoer has resorted to some form of deception. The 
complaining party must prove such circumstances “as will show 
wrongful intent in fact, or justify that inference from the inevitable 
consequences of the act complained of.” (W. R. Lynn Shoe Co. v. 
Auburn-Lynn Shoe Co., 100 Me. 461, 476, 62 Atl. 499, 505, [4 
L. R. A. (N. S.) 960], quoting the rule adopted by the Supreme 
Court of the United States in Elgin Nat. Watch Co. v. Illinois 
Watch Co., 179 U. S. 674, 21 Sup. Ct. 270, 45 L. Ed. 365). 

The methods adopted to practice this deception are as varied 
as human ingenuity can devise. It may be by closely simulating 
a particular device, mark, or symbol, by assuming the same, or prac- 
tically the same, name, by the use of crafty and misleading adver- 
tisements, or by false oral representations. Such conduct, calcu- 
lated to steal away the custom, good will, and business established 
and maintained by another, works both a fraud upon the purchasing 
public and actionable injury upon the defenseless rival. The rights 
of both are to be protected. (Nims, §§ 18-20; C. A. Briggs Co. v. 
National Wafer Co., 215 Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 
926, [3 T. M. Rep. 323]; W. R. Lynn Shoe Co. v. Auburn-Lynn 
Shoe Co., supra). 

The converse is also true. If the defendant, although a sharp 
and vigorous competitor, so conducts his business as not to palm 
off his products as those of the plaintiff, the action fails. He has 
kept within his legal rights. (Howe Scale Co. v. Wyckoff, Seamans 
& Benedict, 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972; Motor 
Mfg. Co. v. Marshalltown Mfg. Co., 167 Iowa 202, 149 N. W. 
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184, [4 T. M. Rep. 540]; Kaufman v. Kaufman, 223 Mass. 104, 
111 N. E. 691, [6 T. M. Rep. 266}). 

On which side of the line stands the defendant here? Is it a 
fair or an unfair competitor? This is a question of fact, and the 
answer must be found in the record. Its determination brings us 
to a consideration of the evidence and to the facts and circumstances 
relied upon by the plaintiff as proving unfair competition. 

Some of these complaints are of a minor nature, and even if 
substantiated, they fall within the domain of the unethical rather 
than of the legally unfair. They are urged by the plaintiff as re- 
vealing an actual willful intent to defraud on the part of the de- 
fendant. 

The plaintiff in the first place contends that J. N. Lapointe 
and his son Frank were not forced from the old company, but volun- 
tarily withdrew because they were incited by its large and growing 
business to establish a rival concern of their own. The facts do 
not bear out this contention. It is proved to the satisfaction of the 
court that after Hall had acquired the stock control and friction had 
developed, in an interview between J. N. Lapointe and Hall, the 
former offered to purchase Hall’s stock at par, amounting to 
$11,000, although its cost was much less, and continue the business, 
or to sell his own stock at 75 cents on the dollar and agree not to 
engage in the same kind of business again. Hall declined both 
offers. He would neither sell nor buy, and Lapointe then added: 
“Well, then it is a question of competition.” We can see in this 
situation neither ground of complaint on Hall’s part nor evidence 
of bad faith on the part of Lapointe. Whether the ill feeling that 
had been engendered between the business head and the controlling 
owner was adequate cause for Lapointe’s withdrawal is immaterial. 
It seemed adequate to Lapointe, and his statement as to competition 
was frank and plain. Deception does not show its hand so openly. 

The plaintiff further claims that in order to injure the plain- 
tiff’s business by causing it to make errors in filling duplicate orders, 
Frank J. Lapointe, just before leaving the employ of the old com- 
pany, fraudulently altered the company’s shop sketches. This is a 
serious charge. In involves rank turpitude on the part of the 





86 SEVEN TRADE-MARK REPORTER 

offender, and needs convincing proof. Frank J. Lapointe indig- 
nantly refutes the charge. Without discussing the evidence on this 
point in detail it is sufficient to say that the imputation is without 
substantial basis. The claim outstrips the facts. 

Another complaint made by the plaintiff is that the defendant 
took away many of its skilled workmen in order to handicap the 
plaintiff's business and enable the defendant by plausible advertise- 
ments to create the impression that it, and not the plaintiff, was 
the concern of long standing. 

It is true that several of the employees of the old company 
followed Mr. Lapointe into the new, but the change was voluntarily 
made. In most cases they sought the new employment because they 
wished to work under their old manager, a most natural and reason- 
able course on their part. The defendant advertised for help in the 
Hudson newspapers, as it had a legal right to do. Some of the 
old employees answered the advertisement, as they had a legal right 
to do. Competition in the employment of labor is full and free. 

The fourth minor complaint is that Lapointe after conferences 
with the representatives of the telegraph company, took for the new 
company the cable address ‘‘Lapointe-Marlboro,” leaving for the 
old company, “Lapointe-Hudson.”” This does not smack of fraud. 
Lapointe naturally wished to incorporate his own name in the new 
cable address. The difference in the residence obviated any confu- 
sion, especially as the foreign business was done through sales 
agents who were not likely to be misled. 

It is unnecessary to devote more space to minor and rather in- 
significant contentions. We come now to the more serious elements 
of the plaintiff’s cause, those growing out of the name taken by the 
new company and the alleged fraudulent methods adopted by it, by 
way of advertisements and otherwise, to deceive the public and in- 
jure the plaintiff. 


The name of the original corporation is the “Lapointe Machin: 
Tool Co.,” the name of the new is the “J. N. Lapointe Co.” Has 
the adoption of that name by the defendant subjected it to the 
charge of unfair competition? The decisive test is whether by the 
use of the word “Lapointe” in its corporate name the defendant is 
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sailing under false colors and is succeeding in palming off its 
machines as the machines of the plaintiff. The use of the name 
itself is not controlling. The manner in which it is used and the 
actual or probable effect are the vital questions. The gist of the 
action is not the employment of similar words, but the appropriation 
of the plaintiff's business. Thus it has been very recently decided 
by the Massachusetts court that the mere use of a trade-name which 
one person has found effective in bringing his goods to the attention 
of the public in one business territory, by another person in another 
business territory, constitutes no actionable wrong. (Kaufman v. 
Kaufman, 223 Mass. 104, 111 N. E. 691, [6 T. M. Rep., 266] ). 

A distinction should here be noted between the use of a family 
name as a trade-name and certain trade-marks, designs, or devices. 
The latter are arbitrary symbols, adopted to designate particular 
goods. They are associated with those goods and no others, and 
rivals are not permitted to imitate them. The device in W. R. 
Lynn Shoe Co. v. Auburn-Lynn Shoe Co., (100 Me. 461, 62 Atl. 
499, 4 L. R. A. [N. S.] 960), is a fair illustration. But the use 
of a family name is quite different, and to prohibit its use throws 
upon the complaining party the burden of showing the deceitful 
practices which is the gist of unfair competition. (Nims, § 81). 

Moreover, a trade name, if it be not fanciful, gives more in- 
formation than a trade device. It often gives, not merely the name, 
individual or corporate, of the manufacturer, but the place of man- 
ufacture as well; while a trade device or a fanciful name is silent 
on these points, and can give this information only by association. 

These observations are pertinent here. It is conceded that 

’. Lapointe was the originator of this particular process, and 
was a widely known and acknowledged expert in the art of broach- 
ing. Hence he naturally wished to avail himself of the general 
reputation in the trade which attached to that business, and he had 
a perfect right to do this, provided he exercised care to prevent the 
public from believing that his product, or the product of the new 
company employing his name, was that of the old company, or that 
the second company was the successor of the first. (Int. Silver Co. 


v. Rogers, 66 N. J. Eq. 119, 57 Atl. 1037, 2 Ann. Cas. 407; Stiz, 
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Baer & Fuller Co. v. American Piano Co., 211 Fed. 274, 127 
C. C. A. 639, [4 T. M. Rep. 246]; Knabe Bros. v. American Piano 
Co., 229 Fed. 23, 143 C. C. A. 325, [6 T. M. Rep. 180]; Hotel 
Claridge Co. v. Rector, 164 App. Div. 185, 149 N. Y. Supp. 748, 
[4 T. M. Rep. 556]; Wm. Rogers Mfg. Co. v. Simpson et al., 54 
Conn. 527, 9 Atl. 395). 

“Every person has a right to the honest use of his own name in his 
own business, but he will not be permitted by imitative and unfair devices 
to mislead the public in regard to the identity of the firm or corporation, 
or the goods manufactured by it.” (W. R. Lynn Shoe Co. v. Auburn-Lynn 
Shoe Co., 100 Me. 461-473, 62 Atl. 499, 504 [4 L. R. A. (N. S.) 960]). 

If the use of the name be reasonable, honest, and a fair exercise 
of his right, the user is not rendered liable for the incidental dam- 
age caused a rival thereby. The inconvenience or loss is damnum 
absque injuria. The injury which results from similarity in name 
alone is not actionable. But the offender cannot resort to any 
artifice or adopt any methods calculated to deceive the purchasing 
public. This is settled law. (Brown Chemical Co. v. Meyer, 139 


U. S. 540, 11 Sup. Ct. 625, 35 L. Ed. 247; Singer Mfg. Co. v. June 
Mfg. Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; Elgin 
Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 21 Sup. Ct. 
270, 45 L. Ed. 365; Howe Scale Co. v. Wyckoff, Seamans & Bene- 
dict, 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972). In the case 


last cited, the court laid down the rule that, in the absence of con- 


tract, fraud, or estoppel, any person could use his own name in all 
legitimate ways and as a part or the whole of a corporate name. 
This rule can be applied here. No contract right to the use of the 
name “Lapointe” exists in the plaintiff. True, J. N. Lapointe al- 
lowed his surname to be used as a part of its corporate name when 
it was organized, and that privilege he has not attempted to, and 
cannot, take away, although he has severed his connection with the 
company. But it is not an exclusive right. He conveyed to the 
company his patents, drawings, and designs. He did not relinquish 
the exclusive right to use his name, nor did he transfer his good 
will. Had his name been sold, he could not use it in the second 
corporation. (Russia Cement Co. v. Le Page, 147 Mass. 206, 17 
N. E. 304, 9 Am. St. Rep. 685; Frazer v. Lubricator Co., 121 Ml. 
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147, 13 N. E. 639, 2 Am. St. Rep. 73; Symonds v. Jones, 82 Me. 
302, 19 Atl. 820, 8 L. R. A. 570, 17 Am. St. Rep. 485; Kidd v. 
Johnson, 100 U. S. 617, 25 L. Ed. 769). But as neither the use of 
his name as a trade-name nor his good will was transferred, no con- 
tract right therein belongs to the plaintiff. (Hezelton Boiler Co. v. 
Hezelton Tripod Boiler Co., 142 Ill. 494, 30 N. E. 339). 

Nor is there proof of conduct on the part of Lapointe such as 
to create an equitable estoppel. This claim is urged by the learned 
counsel for the plaintiff, but the record fails to disclose acts which 
will warrant the application of that doctrine. The cases cited to 
support the contention are based upon facts vitally dissimilar from 
those that confront us here. They are readily to be distinguished. 

This eliminates all but the third restriction upon the use of 
one’s name as held in Howe Scale Co. v. Wyckoff, etc., supra, and 
that is the presence of fraud. We are back again then upon the 
original proposition that fraud is the essence of this proceeding, and 
that it is the deceiving use of the name, and not the use itself, which 
compels relief. 

What, then, is the character of the use which the defendant 
has made of the word “Lapointe?” Was it chosen as a cover. for 
unfair competition? Has it been used craftily, with the purpose 


of misleading the purchasing public, and has the wrongful design 


been accomplished? In the judgment of the court these questions 
must all be answered in the negative, and for the following reasons: 

In the first place, the name selected, while it contained the 
surname of the originator of the process, did not copy it closely. 
There is a marked difference between the “Lapointe Machine Tool 
Co.” and the “J. N. Lapointe Co.’”’ The new name did not so much 
imitate the old as it emphasized the personal association of its owner 
with the new. 

In the second place, the broaching machines themselves are 
marked with no special device, simply the maker’s name and the 
residence. On the machines of the plaintiff are the words “The 
Lapointe Machine Tool Co., Hudson, Mass., U. S. A.,” on the ma- 
chines of the defendant, ‘““The J. N. Lapointe Co., Marlboro, Mass., 
U.S. A.” and after the removal “The J. N. Lapointe Co., New Lon- 








90 SEVEN TRADE-MARK REPORTER 


don, Conn., U. S. A.” The partial dissimilarity in name and the 
entire dissimilarity in residence should tend to prevent confusion in 
the minds of the trade. The place of business of rival concerns, 
whether in the same or different towns, is always a point to be con- 
sidered. (Holmes, Booth & Haydens v. Holmes, Booth & Atwood, 
37 Conn. 278, 9 Am. Rep. 324; Viano v. Baccigalupo, 183 Mass. 
160, 67 N. E. 641; W. R. Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 
100 Me. 461, 62 Atl. 499, 4 L. R. A. [N. S.] 960). 

Moreover, the machines themselves, though somewhat similar 
in outline and appearance, especially to the ordinary and inex- 
perienced layman, possess points of marked difference to the expert 
mechanic, and these differences became more conspicuous as the 
defendant added one improvement after another. 

It must not be overlooked that in the manufacture of a machine 
the maker is limited as to general form and design by the very 
nature of the article itself. It must be adapted to a particular kind 
of work, and hence must necessarily assume the form calculated to 
perform that work best. No intention to imitate should be inferred 
therefrom. It is quite different from the wide option left open to 
the manufacturer of commodities which are designated by labels, or 
wrappers, or form of package. Here there is no excuse for imita- 
tion, as in packages of chocolate (Baker v. Slack, 130 Fed. 514, 65 
C. C. A. 138), or velvet candy (Hildreth vy. McDonald Co., 164 
Mass. 16, 41 N. E. 56, 49 Am. St. Rep. 440), or shoes (W. R. Lynn 
Shoe Co. v. Auburn-Lynn Shoe Co., supra). 

The plaintiff urges, however, that “Lapointe,” although prima- 
rily a family name, has acquired a secondary meaning, and has 
become identified wtih the products of the plaintiff company. That 
it denotes not merely origin but quality, and it cannot be used by the 
defendant as a corporate or trade name, since that would necessarily 
create the impression that the defendant’s products are those of 
the plaintiff. It is true that family names do sometimes acquire 
such a secondary meaning, as “Rogers’ Silver” (International Silver 
Co. v. Rogers Co., [C. C.] 110 Fed. 955), or “Baker’s Chocolate” 
(Walter Baker & Co. v. Slack, 130 Fed. 514, 65 C. C. A. 138). 


But the acquisition of such a secondary meaning is, in every case, a 
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matter of proof, and the evidence here does not sustain the claim. 
There is no evidence that the broaches were marked at all, and the 
machines were not marked as “Lapointe” products, but like all 
heavy machines of like character with simply the name and busi- 
ness location of the maker. The plaintiff's advertising by cata- 
logue or through the trade journals followed, for the most part, the 
same course. The machines came to be known in the trade simply 
as the type of broaches, propelled by nut and screw, in a horizontal 
plane made by the Lapointe Machine Tool Company of Hudson, 
Mass. As one of the plaintiff's witnesses put it, the machine was 
known as a Lapointe broaching machine and “Lapointe” was used, 
not as a descriptive trade-name like ‘Perfection Cigarettes,” 
because, to quote his own language: 


“TI take it that ‘Perfection’ is a brand of trade-name, while ‘Lapointe’ 
is descriptive of a type, as between a hoist bridge and a swing bridge.” 


We come now to the circulars and advertisements issued by 
the defendant. They are of great value in ascertaining the good or 
bad faith and the honest or fraudulent purpose of the new com- 
pany and of J. N. Lapointe as its head. (Goodyear Mfg. Co. v. 
Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 166, 32 L. Ed. 535; 
Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 
139, 25 Sup. Ct. 609, 49 L. Ed. 972). After the Lapointes had left 
the old company and formed the new, the new corporation made 
thorough and persistent efforts to state the exact facts, and acquaint 
the trade with the true situation. It obviously desired to avoid con- 
fusion, not to create it; to sail under its own colors, not under the 
colors of another, and to sell its products as its own and not as 
those of the rival. Immediately after the organization of the new 
company it sent out postal cards to all the trade and all prospective 
customers, including the customers of the old company, announcing 
the formation of the new corporation and the establishment of its 
business at Marlboro, Mass., asking for patronage and adding: 

“Mr. J. N. Lapointe and son Frank J. Lapointe have had nine years’ 
experience in this line of work in their former connection with the Lapointe 
Machine Tool Company and are justified in considering themselves not only 


the pioneers but the systematizers of the broaching system as they have put 
it into practical use.” 
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This was signed, “The J. N. Lapointe Company, Marlboro, 
Mass.” This was followed by a circular letter of the same import 
to all manufacturers of automobiles, of automobile parts, and to 
many other metal working concerns and machine shops. Agencies 
were established throughout the United States, and J. N. Lapoint: 
personally visited many of them, as well as many automobile manu- 
facturers throughout the Central West, about three months after th: 
business started. He explained to all that he had severed his con- 
nections with the old company, had established the new, and pro- 
posed to make broaching machines possessing valuable improve- 
ments, and he instructed his agents to always make the same dis- 
tinction. The evidence shows that these instructions were followed. 

In addition to these precautions the defendant advertised in the 
trade paper, American Machinist, for six months, emphasizing in 
different forms the fact that J. N. and Frank J. Lapointe had left 
the old company and formed the new, and after the removal to New 
London, Conn., the trade was informed of that removal. We can 
hardly conceive what additional steps could have been taken by the 
defendant to explain to the purchasing public the existence of two 
corporations and to disabuse their minds of any connection between 
the two. The defendant continued to advertise in the trade jour- 
nals, as did the plaintiff. The defendant in many advertisements 
stated that the Lapointes were the originators of the system. Such 
was the fact, and the new company had the legal right to advertise 
it. (Fish Bros. Wagon Co. v. La Belle Wagon Works, 82 Wis. 
546, 52 N. W. 595, 16 L. R. A. 453, 33 Am. St. Rep. 72). A few 
advertisements crept in which might be somewhat objectionable if 
taken literally, but we think this was due, not to design, but rather 
to the inattention of the defendant in trusting too much to the pub- 
lisher, and in not critically examining the phraseology before it ap- 
peared in print. As a whole, the advertisements made a clear dis- 
tinction between the two corporations and their respective products. 
In many instances the advertisements of both appear upon the same 
or opposite pages, and this at the request of the defendant. They 
were the product, not of a designing and deceiving imitator, but of 
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an open and confident competitor. The man of ordinary caution and 
discernment had no excuse for being misled thereby. 

In this connection another important fact should be kept in 
mind. We are not dealing here in merchandise or articles in com- 
mon use, which are advertised and sold to the general and in- 
discriminating public, like shoes, breakfast food, chocolate, soap, 
candy, etc., articles which may easily be the subject of mistake, 
but we are dealing with a valuable machine, involving a substantial 
expenditure of money, designed for a particular work, and pur- 
chased only by men who are mechanical experts, and know pre- 
cisely what they want and what they are buying. It is a limited 
and specialized trade. The customers are men with trained me- 
chanical eye and brain, who do not purchase a machine of this 
character and value without careful examination and consideration. 
These machines are not sold to middlemen, like ordinary articles of 
trade, but by the manufacturer to the user, either directly by the 
company or indirectly by its sales agents. The likelihood of palm- 
ing off the defendant’s machines for the plaintiff's even if the de- 
fendant desired to do so, is very remote. 

The test applied by the courts on the question of similarity is 
the likelihood of deceiving an ordinary purchaser who is using ordi- 
nary care, and in applying that test regard must be had to the 
nature and physical requirements of the article itself, its cost, the 
class of persons who purchase it, and the circumstances under which 
t is purchased. (Fairbank Co. v. Bell Mfg. Co., 77 Fed 869, 23 
C. C. A. 554; Barnes Co. v. Vandyck-Churchill Co. (D. C.) 207 
Fed. 855 [3 T. M. Rep. 537], affirmed in Circuit Court of Appeals 

1914) 213 Fed. 637, 130 C. C. A. 301, [7 T. M. Rep. 42]; Wirtz v. 
Eagle Bottling Co., 50 N. J. Eq. 164, 24 Atl. 658; Nims, §§ 39, 40). 

Perhaps the best test of whether certain acts are likely to de- 
ceive is whether after being continued for a series of years they 
have in fact deceived. The evidence here is lacking to prove that 
the public have been misled, or that substantial confusion has been 
created. Through carelessness or mistake a few letters or orders or 
telegrams are shown to have been sent to the one concern when they 
were intended for the other, but the witnesses themselves admitted 
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the error, and that very fact admits also their knowledge of the 
existence of the two concerns. (Motor Mfg. Co. v. Marshalltown 
Mfg. Co., 167 Iowa, 202, 149 N. W. 184) [4 T. M. Rep. 540}. 
Considering the volume of business transacted, the confusion would 
seem to be negligible. One of the leading sales agents for the 
plaintiff, and its own witness, intelligently sums up the situation on 
the question of confusion. He states that competition began early 
in 1912, and this competition increased the difficulty of selling his 
own make. Customers then wished to know which was the origina! 
Lapointe broaching machine, and he explained that his was th: 
original. But he says that: 

“Today the purchaser of this type of machine is familiar with bot! 


companies and in conversation a customer merely asks which Lapointe 
broaching machine I am handling.” 


This is undoubtedly a correct statement of the present situation. 
Any slight misapprehension that may have at first existed on the 
part of the public has ceased. It is five years since the competition 
started. It has been persistent and vigorous. But its very in- 


tensity on both sides has served to dispel all possible misunder- 
standing. The defendant apparently is proud of its product and 
has endeavored to impress upon the trade its superiority over the 
product of the rival plaintiff. It wishes to be known, and is known, 
not as the old company, nor as its successor, but as a distinct and 
pushing competitor. 

The case of W. R. Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 
(100 Me. 461, 62 Atl. 499, 4 L. R. A. (N. S.) 960), so often re- 
ferred to before, is confidently relied upon by the plaintiff in sup- 
port of its various contentions. The principles of law laid down 
in that case so far as applicable are reaffirmed in this. But that 
decision depended, as in every case it must depend, upon the par 
ticular facts involved, and the court, after discussing the evidence, 
reached this conclusion: 

“The entire history of the conduct of the shoe business by the defendant 
corporation after the retirement of W. R. Lynn from the plaintiff com- 
pany discloses a manifest intention and persistent effort on the part o! 


the management to beguile the old customers of the plaintiff company into 
purchasing the defendant’s shoes under the impression that they are the 
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Auburn-Lynn product manufactured by the plaintiff, and thereby to ap- 
propriate the value of the reputation which the latter had acquired. It 
shows a determination to continue such efforts until compelled by the courts 
to forbear.” 


With equal truth it can be said in the case now before us that 
the entire history of the conduct of the machine business by the de- 
fendant corporation after the retirement of the Lapointes from the 
plaintiff company discloses no such fraudulent intention and no such 
inequitable effort as was there discovered and decried. We find in 
the appallingly voluminous record an entire lack of proof that the 
trade has been imposed upon and beguiled, or that the conduct of 
the defendant has been calculated to produce that result. Legiti- 
mate competition relies on the intrinsic merits of its own goods, and 
offers to purchasers a choice of selection between the articles exposed 
for sale. Unfair competition seeks to appropriate the reputation of 
another, and to dispose of its products as the product of that other. 
The former acts openly, though it may be with energy. The latter 
acts cunningly and in disguise. 


It is the opinion of the court that the defendant belongs in the 
class of the legitimate, and not the unfair, competitors. The 
temporary injunction is therefore to be dissolved, and the bill dis- 
missed, with costs. 


Decree in accordance with the opinion. 


JorpDAN SuLtpHuR Sprincs & Mup Batu Sanitarium Co. v. Mup- 
BADEN SULPHUR SprRInNGs Co., ET AL. 


(160 N. W. Rep. 252) 
Minnesota Supreme Court 
December 15, 1916 
(Syllabus by the Court) 


1. TrapE-Marks anv TrapeE-NAMEs—RIGHT To TrapE NAME. 

By prior adoption and use, one does not acquire the exclusive right 
to use as a trade-name words properly descriptive of a business en- 
gaged in by him and by others; but if another, engaged in a like busi- 
ness, subsequently makes use of such descriptive words in his trade- 
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name, he must so combine them that the two trade-names will be fairly 
distinguishable. 
2. Trape-Marxks anp TrapE-NamMes—RiGut To Trape-NaAME. 

Applying this rule, it is held that the defendant, engaged like the 
plaintiff in conducting a sulphur springs sanitarium, may use the words 
“sulphur springs” in its trade-name which is its corporate name, though 
prior thereto the plaintiff used the same words in its corporate and 
trade name, the two being fairly distinguishable. 


On appeal from District Court, Scott County. Affirmed. 


F. J. Leonard, of Jordan, for appellant. 
J. J. Moriarty, of Shakopee, and W. H. Leeman, of Hender- 
son, for respondents. 


Disecyt, C.: Action to restrain the defendant from using its 
corporate name as a trade-name upon the ground that it unfairly 
infringed the prior adopted trade-name of the plaintiff. At the 
trial the court sustained the defendant’s objection to the introduc- 
tion of testimony under the complaint and dismissed the action. 
The plaintiff appeals from the order denying its motion for a new 
trial. 

1. By prior adoption and use one does not acquire the exclusive 
right to use as a trade-name words properly descriptive of the busi- 
ness in which he is engaged; but if another engaged in a like busi- 
ness, subsequently makes use of such descriptive words in his trade- 
name, he must use them in such combination that the two trade- 
names will be fairly distinguishable. (Rodseth v. Northwestern 
Marble Works, 129 Minn. 472, 152 N. W. 885, [5 T. M. Rep. 280] ; 
Northwestern Knitting Co. v. Garon, 112 Minn. 321, 128 N. W. 
288; Sheffield-King Milling Co. v. Sheffield Mill, etc., Co., 105 
Minn. 315, 117 N. W. 447, 127 Am. St. Rep. 574; Nesne v. Sundet, 
93 Minn. 299, 101 N. W. 490, 106 Am. St. Rep. 439, 3 Ann. Cas. 
30; Rickard v. Caton College Co., 88 Minn. 242, 92 N. W. 958; 
J. R. Watkins Medical Co. v. Sands, 83 Minn. 326, 86 N. W. 340). 

2. The plaintiff does not claim that the words “sulphur 
springs” are not descriptive of the business of the defendant nor 
that in some combination they might not be used; but its contention 
is that the combination adopted by the defendant misleads and is 


unfair. 
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The plaintiff was incorporated in 1909 under the name of 
“Jordan Sulphur Springs Sanitarium Company.” In November, 
1911, its name was changed to “Jordan Sulphur Springs & Mud 
Bath Sanitarium Company.” The defendant was incorporated in 
May, 1914, under the name of ““Mudbaden Sulphur Springs Com- 
pany.” For upwards of three years prior its predecessor had con- 
ducted a like business under the name of “Mudbaden.” The plain- 
tiff and the defendant operate sulphur springs sanitariums some- 
thing like two miles from Jordan and about three-quarters of a mile 
apart. Both get their mail and express and freight at Jordan and 
the telephone exchange is there. On the Omaha road near the de- 
fendant’s location is a station called Mudbaden. There is no post- 
office nor express or freight office there. An application for a post- 
office is pending before the proper department. There is confusion 
in the delivery of imperfectly addressed mail coming to Jordan and 
the same is true of express and freight. There is confusion in phone 
calls coming to the central. Prospective patrons have been misled 
by the similarity of names. 

The facts stated are the important ones. A lengthy discussion 
or citation of cases would not be useful. Cases applying the prin- 
ciple stated, or closely related ones, to various situations are readily 
accessible. (See Paul, Trade-Marks, §§ 63, 64; 28 Am. & Eng. 
Enc. Law, 369; 38 Cye. 708, 733, 780, note, 800-806; 46 Cent. Dig. 
Trade-Marks, §§ 4-6, 11; 19 Dec. Dig. Trade-Marks, §§ 3 (4), 7, 
59 (5); note to Thaddeus Davids Co. v. Davids, 233 U. S. 461, 34 
Sup. Ct. 648, 58 L. Ed. 1046, in Ann. Cas. 1915B, 322 [4 T. M. 
Rep. 175] ; note to Dyment v. Lewis, 144 Iowa, 509; 123 N. W. 244, 
in 26 L. R. A. (N.S.) 73). The application of the principle stated 
to the facts of this case is attended with some difficulty and the re- 
sult is not free of uncertainty; but our judgment is that the con- 
fusion arising is necessarily attendant upon the use of the words 
“sulphur springs.” Both parties have the right to use them. In 
using them in its trade-name the defendant has not adopted a com- 
bination of words so similar to those in the plaintiff's trade-name 
that the two are not fairly distinguishable. So long as the two 


companies conduct sulphur springs sanitariums in the same locality 





98 SEVEN TRADE-MARK REPORTER 


and with a common post-office and railway station there will be 
some confusion. The confusion comes from the legitimate use of 


words which both have a right to use and not from an improper or 
deceitful combination made of them by the defendant. The de- 
fendant should not be enjoined. 

Order affirmed. 
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